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The Trade-Mark Reporter 


The Current Law of Trade-Marks and Unfair 
Competition in the United States 


This publication, issued monthly, contains all current decisions 
of the law of trade-marks, trade-names and unfair competition in 
the courts of the United States, and of the several States and in 
the United States Patent Office. The text of opinions, other than 
Patent Office decisions, is given in full so far as they relate to 
trade-marks, or allied subjects, with references to the official or 
other reports, if any, in which the cases are to be found, and with 
annotations and cross references, designed to illustrate the develop- 
ment and assist in the study of this branch of the law. 

It likewise contains the text of all legislative enactments of the 
several state legislatures, and of the federal congress, relating to 
the subject. 

Thus the publication embraces the entire body of current law 
in this important field within the United States, as announced by 
courts and legislative bodies from year to year. It includes also 
all treaties and conventions relating to trade-marks to which the 
United States is a party. Each annual volume is completed with 
an index, digest and table of cases, that makes its contents readily 
accessible for reference. To these has been added a cumulative 
table of citations covering all the cases reported in the publication 
from the beginning. This feature adds immeasurably to the useful- 
ness of the publication and to the availability of the material con- 
tained in it. 

It is intended primarily for the use of lawyers and is edited 
with a view to their needs and requirements. The subscription 
price is SIX DOLLARS per year in the United States and Mexico; 
for other countries, add FIFTY CENTS. 

A limited number of volumes for previous years can be furnished 
at the following prices: 


Brown Cloth 

Brown Buckram 

Digest, vols. 1-14, inc. (either binding) 

Digest, vols. 15-26, inc. (either binding) 

Add to the above prices two and one-half percent for each year 
elapsed since year of publication, except in the case of the Diczst. 

Transportation extra. 
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Maybe a Duck Can’t 
Keep Out of a Stew - But You Can! 


Although in the nature of things a duck has only limited 
control over its destiny, an up and coming lawyer knows 


more today) about where he is going than ever in history. 


For now he can avail himself of services in legal research 


which are almost infallible. 


And in every search one of the many Shepard units will 


tell him what he must know about his particular case or 
statute. 


Instead of trusting to luck like a duck he can spot possible 
mistakes before he gets into a stew. 


The new Shepard techniques and modern aids are so 
complete, so accurate, so timely that tens of thousands of 


lawyers say they are “‘indispensable.” 
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Socony-Vacuum O11 Company, Inc. v. Rosen, doing business as 


AMERICAN GREASE StTocK CoMPANY 
United States Circuit Court of Appeals, Sixth Circuit 
January 9, 1940 


'NFAIR COMPETITION—EvVIDEN CE. 

In cases of unfair competition it is unnecessary to show as close an 
imitation as in trade-mark cases. If the simulation of the competitor in 
the dress of his goods is sufficient to deceive the average purchaser, un- 
fair competition exists, even though there are such differences in imita- 
tion as would preclude a claim of trade-mark infringement. 

'NrAIR CoMPETITION—INTENT. 

Since the essence of unfair competition consists of palming off one 
person’s goods as those of another, the question of intent to deceive is 
involved, though it is not necessary to prove it by direct evidence. It 
may be inferred from the circumstances and will be presumed where the 
resemblance is patent and the probability of confusion obvious. 

"NFAIR ComPETITION—SvuIts—DaMacEs. 

Where there was evidence that appellee suffered measurable damages 
or loss of profits due to appellee’s unfair competition, an order of refer- 
ence was proper. 

INFAIR ComPetition—‘Door-Ease” ano “Dri-Luse” on Lusricants—UseE 
oF S1IMILAR CONTAINERS. 

Where appellee was first to put on the market a lubricant in stick 
form for use on automobile parts, usually sold under the name “Door- 
Ease” in metal containers five inches long having a “push-up” bottom 
and lithographed with an aluminum-colored body and blue printing, 
which product she had for three years, beginning with 1933, sold to 
appellant, which resold same bearing the trade-mark “Mobil” and the 
word “Dri-Lube,” the continued sale by appellant after ceasing to buy 
appellee’s product, of its own lubricant put out in packages closely 
similar to appellee’s and without notifying its customers of the change, 


held unfair competition, and the decision of the lower court was af- 
firmed. 


In equity. Action for unfair competition. Appeal from the 
United States District Court for the Western District of Michigan, 


holding defendant guilty of unfair competition. Affirmed. 


Hadley F. Freeman, of Cleveland, Ohio, and Farnum F. Dorsey, 
of New York City, for appellant. 

Alexis J. Rogoski, of Muskegon, Mich., and Casper W. Ooms 
and Williams Bradbury, McCaleb & Hinkle, all of Chicago, 
Ill., for appellee. 


Before Hicks, Hamitton and Arant, Circuit Judges. 
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Hamitton, C. J.: The parties to this appeal are engaged in 
manufacturing and selling stainless stick lubricants, largely used for 
lubricating automobile parts not subjected to a high degree of fric 
tion or heat. Each sells its product in sticks packaged in cylindrical 
metal boxes or tubes of striking colors with push bottoms. 

This suit was brought by the appellee seeking to enjoin the ap 
pellant from engaging in alleged unfair trade competition. The 
trial court sustained the prayer of the petition and entered an inter 
locutory decree enjoining appellant and awarding appellee an ac 
counting with reference to a master from which this appeal is 
prosecuted. 

Appellee’s assignee, Harold Rosen, had been operating a gaso 
line filling and tire service station for many years prior to 1931 and 
discovered that when ordinary oil or grease was used on door parts 
and hood lacings of automobiles, dirty spots appeared and an easy 
flowing lubricant soiled the clothes of occupants. He also observed 
that when these parts were left without lubrication, squeaks and 
noises developed. In 1928, he began experimenting with ingredients 
for a lubricant which would eliminate these imperfections and in 
1931 evolved one of slight potentiality, solid and molded into a 
vandle-like stock about 414 inches in length, one-half inch in diame- 
ter, wrapped in paper. It was sufficiently adhesive to stay on the 
metal to which applied and plastic enough to not liquefy or become 
brittle under varying temperatures and was reasonably waterproof, 
almost stainless, not easily wiped off and did not readily pick up 
dirt or dust. Rosen first manufactured his product and placed it on 
the market under the trade-name “Door-Ease” and “Stainless Stick 
Lubricant, Universal Size.” Some were packaged in multi-colored 


boxes, twenty-four sticks to a box, and some were only wrapped in 


cellophane. In 1982, as an incident to refinancing the manufacture 
and sale of his product, Rosen assigned his trade-name and business 
to appellee, Florence Rosen, and continued with her and her hus- 
band, Leo Rosen, in the manufacture of the product under the name 
“American Grease Stick Company.” The product was placed in use 
and sold by personal solicitation of dealers in lubricants, service 
station operators, garages and car dealers. Harold Rosen spent 
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most of 1982 and 1983 consulting and working with the different 
car manufacturers, their engineering, testing and research depart- 
ments with reference to this product and appellee spent approxi- 
mately $25,000.00 advertising it. 

After experimenting with the package, one was finally adopted 
of metal, approximately one inch in diameter and from 414 to 5 
inches in length with a push-up bottom on which was marked “push 
from bottom; as used, fill in with paper wad.” They were marked 
‘“Door-Ease” or “Stainless Stick Lubricant,” and were packaged 
six sticks to a box. The product was of a natural yellowish color, 
the result of the blend of materials used, and the sticks were later 
packaged in lithographed containers with an aluminum colored body 
and with blue printing. 

About 19338, appellee produced these sticks for some of the 
major oil companies, using her trade-mark ‘‘Door-Ease” but also 
adding the name of the company, such as those for the Shell 
Petroleum Company under the name “Shell Door-Ease,”’ and those 
for Texaco Company, “Texaco Door-Ease,’ etc. Many of the 
large petroleum distributors undertook the distribution of appel- 
lee’s product and published lubrication charts to guide service 
station attendants in lubricating automobiles in which they recom- 
mended appellee’s stick. Many automobile manufacturers, includ- 
ing Studebaker, Buick, Pontiac and Oldsmobile, specified its use 
by its trade-name “Door-Ease”’ in their service manuals and fre- 
quently published an illustration of the shop-stick size package. 


Appellee’s standard package was also sold to and by independent 


jobbers and distributors, large and small tire and oil companies, 


automobile accessory dealers, service stations, garages, etc. 

In 1933, appellee negotiated with appellant for the sale of the 
“Door-Ease”’ sticks in a bracket which could be fastened to a bench 
or lubricating panel, which it had theretofore been selling the White 
Star Company, its subsidiary. At this time the Pontiac, Buick and 
Chevrolet Companies were recommending the use of appellee’s 
“Door-Ease” to the trade. Appellant bought appellee’s product 
and had it put up in a special package, trade-marked “Mobil Door- 
Ease” and during the years from 1934 to 1936 appellee manufac- 
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tured and sold it more than 152,000 packages and appellant pub 
lished 7,500 lubrication charts in 1934 and 10,000 in 1936, specify 
ing this product to its trade for automobile lubrication. 

Prior to 1936, appellant had manufactured and sold grease sticks 
of various sizes and colors and had packaged its other products with 
colors of red, white and black and had employed the insignia of the 
Pegasus within a shield and had used the trade-mark “Mobil.” 

Early in 1936, appellant discontinued the purchase of appellee's 
product, and began the manufacture and distribution of a stick 
lubricant named “Mobil Dri-Lube,” and adopted a sheet metal cylin- 
drical tube of the same dimensions, form and general appearance of 
appellee’s shop-stick size package except it had on it the Pegasus 
insignia. These containers were packed six to a flat sales carton, 
side by side, exactly as appellee’s were packed. This lubricant in 
its natural state was of grayish white, but appellant added a yellow 
dye which gave it a yellow color similar to appellee’s product. Ap- 
pellant manufactured its product in candle molds five inches long 
and over one inch in diameter, but then placed it in a forming ring 
one inch in diameter and cut the stick to the exact length of appel- 
lee’s. Appellee notified appellant that its product was in packages 
confusingly similar to those long used by her but the package was 
not changed and appellant did not give notice of the change to its 
distribution organization, which had theretofore been using appel- 
lee’s product, consisting of from 35,000 to 40,000 filling stations, and 
5,000 bulk plants. It did notify its thirteen division offices, which it 
claimed was to notify the others. However, the lower court did 
not so find. 

The lower court found appellant filled numerous oral and written 
orders for appellee’s product, “Door-Ease,” with its own “Mobil 
Dri-Lube” at filling stations and at its wholesale bulk plants and in 
some cases “Dri-Lube” was sent when the invoices of appellant’s 
employees specified ‘“Door-Ease,”’ some of the purchases being 
conducted by mail. When appellant discontinued the sale of appel- 
lee’s product, it left many of her packages with its customers with 


which its new product was mingled. 
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Some purchasers, after receiving “Dri-Lube” when their orders 
were for ““Door-Ease,” telephoned appellant’s wholesale bulk plant 
employees and protested the substitution and were advised the prod- 
ucts were absolutely identical except for a change in name. 

The rule is well-settled that nothing less than conduct tending to 
pass off one man’s merchandise or business as that of another will 
constitute unfair competition. Goodyear Indian Rubber Glove 
Manufacturing Co. v. Goodyear Rubber Co., 128 U. S. 598, 604. 
Relief in such cases is granted where the defendant, by his marks, 
signs, labels or in other ways represents to the public that the goods 
sold by him are those manufactured or produced by plaintiff, thus 
palming off his goods for those of a different manufacturer to the 
injury of plaintiff. McLean v. Fleming, 96 U.S. 245, 251. These 
legal principles have been so long established and are so well known 
as to need no amplification. The difficulty arises in applying them 
to variant facts of different cases. Royal Baking Powder Co. v. 
Royal, 122 Fed. 3387 (C. C. A. 6). 

Jurisdiction here rests upon diversity of citizenship and the 
issues involve questions of common law and hence are within the 
scope of Erie R. Company v. Tompkins, 804 U. S. 64, but this is 
immaterial because the local law is in no way different from the gen- 
eral law announced on the subject. Clipper Belt Lacer Company v. 
Detroit Belt Lacer Company, 223 Mich. 399. 

Appellant insists that the form, color and dimension of appel- 
lee’s grease stick and container are all conventional, descriptive and 
generic and therefore not subject to exclusive appropriation. This 
contention would be tenable but for the well-known rule that 
descriptive words, though not originally capable of exclusive ap- 
propriation may, by association with a commodity, obtain a second- 
ary significance denoting the origin of the goods from a single source, 
and thus superior right to their use may be acquired by the person 


who first adopts them. It is true that no absolute ownership in, or 


exclusive right to generic description of things sold is vested in any 


one and no relief is accorded to the first user, even though a competi- 


tor may adopt his description. The policy of the law is to encourage 
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competition and to permit a monopoly in the use of trade-names only 
when they have become the absolute and exclusive property of the 
first user. Descriptive words can never become such property. 
William R. Warner & Company v. Eli Lilly §& Company, 265 U. S. 
526 [14 T.-M. Rep. 247]. 

However, if, by use, such descriptive matter has been given by 
the original user, a secondary meaning amounting to a trade signifi- 
cance serving to identify his particular product and lending to it a 
value in trade solicitation and sales and a competitor coming into 
the field later uses it to deceive the public into believing it is acquir- 
ing the first user’s product, thus palming off his own and taking 
trade from the first user, the law will protect the latter against such 
unfair practices. Elgin National Watch Company v. Illinois Watch 
Case Company, 179 U. S. 665, 674. In other words, the law pro- 
motes fair, but prohibits unfair, competition. Dayton v. Imperial 
Sales Company, 195 Mich. 397 [7 T.-M. Rep. 303]; Barton v. 
Reaz-Oil Company, 2 F. (2d) 402 (C. C. A. 3) [14 T.-M. Rep. 455]; 
Shaler Company v. Rite-Way Products Co., 107 F. (2d) 82 
(C. C. A. 6) [80 T.-M. Rep. 3]. 

Since the essence of unfair competition consists in palming off, 
either directly or indirectly, one person’s goods as those of another, 
the question of intent to deceive is involved, though it is not neces- 
sary to prove it by direct evidence. It may be inferred from circum- 
stances and will be presumed where the resemblance is patent and 
the probability of confusion obvious. 

The facts found by the lower court show that the appellee's as- 
signor, through his experience in the lubrication of automobiles, 
developed a product superior to that theretofore in use and, through 
his industry and expenditure of money by the appellee, built up a 
trade by which the public became acquainted with an article dis- 
tinctive in color, size, shape and use, put up in containers in such a 
way that it would be recognized by a prospective purchaser. ‘The 
facts further show that appellant sought out the localities and places 
where appellee had created a demand for her product and placed its 


article for identical use in packages of such similarity as was likely 
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to deceive the ordinary buyer making purchases under ordinary 
conditions. 

With a practically unlimited field of distinctive names, shapes, 
sizes and colors of packages open to appellant for use when it en- 
tered into the manufacture and sale of the same product in which 
appellee was dealing, the fact that it chose to use a package of the 
same shape and size with the contents of substantially the same 
color as appllee’s, is weighty evidence that appellant did so because 
of the good-will earned by appellee and the high regard which her 
product had established in the industry. Akron-Overland Tire Com- 
pany Vv. Willys-Overland Company, 273 Fed. 674 (C. C. A. 3). 

In cases of unfair competition it is unnecessary to show as close 
an imitation as in those of trade-marks. If the simulation of the 
competitor in the dress of his goods is sufficient to deceive the aver- 
age purchaser, unfair competition exists even though there are such 
differences in imitation as would preclude a claim of infringement 
of a trade-mark. Coats v. Thread Company, 149 U. S. 566; Chese- 
brough Mfg. Company v. Old Gold Chemical Company, 70 F. (2d) 
883 (C. C. A. 9) [24 T.-M. Rep. 149]; Northam Warren Corpora- 
tion v. Universal Cosmetic Company, 18 F. (2d) 774 (C. C. A. 7) 
[17 T.-M. Rep. 203]. 

Considering the evidence as a whole we cannot say the findings 
of fact of the lower court were unsupported or that its decree was 
clearly erroneous and we find no abuse of discretion in the granting 
of the injunction, or the form of the order. Borden’s Company v. 
Ten Eyck, 297 U. S. 251, 261. 


Appellant contends that appellee has shown no actual damages 


to her business or any measurable loss resulting from its alleged 


unfair competition and for this reason is entitled to no relief on 
this account This contention must be denied. The rule prevails in 
Michigan that damages for unfair competition in a suit in equity 
must be confined to the loss actually sustained by the plaintiff as the 
direct and natural consequence of such acts and damages which are 
uncertain or speculative cannot form the basis of recovery. Liberty 


Oil Corporation v. Crowley, Milner §& Company, 270 Mich. 187. 
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In patent, trade-mark and copyright cases where there is a find 
ing by the court of past infringement and the awarding of an injunc 
tion, an inquiry into the profits made or damages caused by de 
fendant will normally follow. The same rule, though less impera 


tive, applies in cases of unfair competition. Merriam Company v. 
Saalfield, 198 Fed. 369 (C. C. A. 6) [7 T.-M. Rep. 111]; Anchor 
Stove §& Range Company v. Rymer, 97 F. (2d) 689 (C. C. A. 6 
[28 T.-M. Rep. 476]. This rule, however, has an exception. An ac 
counting will not be ordered where it is clear that there could be no 
substantial recovery. J. T. S. Company v. Tee Pee Rubber Com- 
pany, 288 Fed. 794 (C. C. A. 6). 

There is some evidence in the case at bar that appellee has suf- 
fered measurable damages or loss of profits, due to appellant’s un- 
fair competition. This being true, the order of reference was 
proper. Armstrong Paint & Varnish Works v. Nu-Enamel Corpora- 
tion, 305 U. S. 315, 336 [29 T.-M. Rep. 3]; Hamilton Brown Shoe 
Company v. Wolf, 240 U. S. 251, 262 [6 T.-M. Rep. 169]. How- 
ever, we in no way pass upon the sufficiency of the evidence as to 
the amount of damages or loss of profits, if any, sustained by ap- 
pellee. The decree of the District Court is affirmed. 


NationaL DistiLLters Propucts Corp., et aut. v. Tue K. Taytor 


Distittinc Company, INc. 
United States District Court, Eastern District of Kentucky 
February 24, 1940 


TrapE-Marks aNp TrRApE-NAmMEs——-PEersonaL NAamrES—ReEstrictions on Use. 

The right to the use of a personal name is not susceptible of exclu- 

sive appropriation as against other persons of that name. However 

complete may have become the secondary significance of the name, the 

right of any other person of the same name to its reasonable, honest and 
fair use in his own business is not thereby diminished. 

Trape-Marks AND Uwnrair Competirion—Use or Simitar SuRNAME 
“Taytor” anp “Oxtp Taytor” on Wuiskey—“KenNeER TaAytor™ 
tN CompPeTING BUuSINEss. 

Where plaintiff and its predecessors had, since before the year 1887, 
been engaged in distilling and selling Bourbon whiskey under the names 
“Taylor” and “Old Taylor,’ and had given such names a secondary 
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meaning as indicating to purchasers the plaintiff and its predecessors 
as the exclusive source of the product, the subsequent adoption and 
use by defendants of the words “Taylor” and “Kenner Taylor” on their 
whiskey held infringement and unfair competition, notwithstanding 
that Kenner Taylor, formerly a member of a firm of plaintifi’s prede- 
cessors, was for a time president of defendant company. 
Unrarr ComMPeETITION—Svui1ts—ACccouNTING. 

In the case at issue, held that plaintiff was entitled to an accounting 
since, under the record, it did not clearly appear that the plaintiff would 
not be able to make out a case entitling it to a substantial recovery. 


In equity. Action for trade-mark infringement and unfair com- 
petition. Decree for plaintiffs. 


D. L. Hazelrigg and Louis Cox, both of Frankfort, Ky., and 
Breed, Abbott §& Morgan, Edward S. Rogers and Gerald J. 
Craugh, all of New York City, for plaintiffs. 

Leslie W. Morris and Marion Rider, both of Frankfort, Ky., and 
S. S. Yantis, of Lexington, Ky., and Sanford H. Cohen, of 
New York City, for defendant. 


Forp, D. J.: The parties to this litigation are corporations en- 


gaged in the business of making and selling whiskey. Their respec- 


tive places of business are located in Kentucky. The plaintiff, Na- 
tional Distillers Products Corporation, was organized in 1924 under 
the laws of Virginia and The Old Taylor Distillery Company, In- 
corporated, a Maryland corporation, is its wholly owned sub- 
sidiary. The defendant, The K. Taylor Distilling Company, In- 
corporated, was organized under the laws of the State of Delaware 
in August, 1933. 

The plaintiffs seek an injunction to restrain the defendant from 
using as a part of its corporate name or in connection with its busi- 
ness the names “K. Taylor,’ “Kenner Taylor,’ “The K. Taylor 
Distilling Company” or any other name of which the word “Taylor” 
forms a part, on the ground that such use of those names or either 
of them constitute unfair competition with the plaintiff's and in- 
fringement of plaintiffs’ trade-marks “Old Taylor” and “E. H. Tay- 
lor, Jr. & Sons.” The plaintiffs also seek from the defendant an ac- 
counting for the profits realized from its alleged wrongful conduct 


and for the damages sustained by plaintiffs thereby. 
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For more than fifty years before his death in 1923, E. H. Taylor, 
Jr., was engaged in the distillation and sale of straight Kentucky 
Bourbon whiskey. His distilleries were located in Franklin County, 
Ky., and the adjacent county of Woodford. In 1887 he formed a 
partnership with his two sons, J. S. Taylor and Kenner Taylor, 
under the firm name of E. H. Taylor, Jr. & Sons. By that time his 


fame as a distiller of fine Bourbon whiskey had become widespread, 


and the whiskey produced by his firm and sold under the trade-nam« 
of “Taylor” and “Old Taylor” gained rapidly in popularity. 


In the panic of 1893, the firm encountered financial difficulties 
and the partnership, as well as the individual partners, made gen 
eral assignments for the benefits of their creditors. 

In 1894, E. H. Taylor, Jr., and his sons, J. S. and Kenner, or- 
ganized a corporation under the name of “E. H. Taylor, Jr. & Sons.” 
Soon thereafter their corporation acquired the distillery plant and 
all other assets of their former partnership and resumed the manu- 
facture and sale of whiskey under the brands “Taylor” and “Old 
Taylor.” It appears that after 1910 the single word “Taylor” was 
seldom, if ever, used as the brand name, but thereafter the words 
“Old Taylor” and the script signature of the corporation “KE. H. 
Taylor, Jr. & Sons” appeared conspicuously upon all labels and in 
all the advertising matter of the corporation. 

For many years and at great expense the corporation extensively 
advertised its product under its brand name “Old Taylor” especially 
in the principal business centers of the United States. The result 
was that “Old Taylor” whiskey became celebrated on the American 
market as a Bourbon whiskey of superior quality. It is estimated 
by the witness, Edmund W. Taylor, a younger son of E. H. Taylor, 
Jr., who came into the business some years after the organization 
of the corporation, that up to 1923, approximately fifty million 
bottles of “Old Taylor” whiskey were produced and sold by the 
corporation. The word “Taylor” came into such general use by a 
large part of the trade and the purchasing public, in referring to the 
whiskey produced by E. H. Taylor, Jr. & Sons, that it acquired a 


“secondary meaning” descriptive of and identifying that particular 
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product. G. & C. Merriam Co. v. Saalfield, 198 Fed. 369 (C. C. A. 
6) [7 T.-M. Rep. 110]. That at some time in the past, to the in- 
significant extent shown in this record, a few small producers of 


whiskey for a limited time used the name “Taylor” in connection 
with their products, does not negative the fact that a secondary 
meaning ultimately became definitely attached to the name, denoting 
the whiskey produced by E. H. Taylor, Jr. & Sons. Clark Thread 


Co. v. Armitage, 67 Fed. 896. Recognition of this secondary mean- 


ing which thus became attached to the name “Taylor” and an effort 
to exploit it to defendant’s advantage is found in a brochure which 
defendant had published and circulated in 1935 entitled “Taylor- 
made Whiskies.” In this advertisement, the defendant prominently 
displayed the pictures of E. H. Taylor, Jr., and two of his sons who 
were associated with him in his business, accompanied with the in- 
scription “The True Significance of the Name Taylor,” followed by 
the statement, “The name of Taylor has long been the symbol of the 
finest Kentucky Bourbon that money can buy.” 

Soon after the death of E. H. Taylor, Jr., all of the stock owned 
by the members of his family in the corporation, “E. H. Taylor, 
Jr. & Sons,” was sold. Through a series of transactions, the details 
of which are immaterial here, the ownership of the assets and busi- 
ness of the Taylor corporation, including its trade-names, trade- 
marks and good-will, passed to and became the property of the plain- 
tiff, National Distillers Products Corporation, the present owner 
thereof. The other plaintiffs, The Old Taylor Distillery Company, 
owns none of these assets and has disclosed no interest in or right to 
any of the relief herein sought. It is really nothing more than a 
name under which the National Distillers Products Corporation 
produces and distributes its Old Taylor whiskey. All references 
hereinafter made to the plaintiff relate solely to National Distillers 
Products Corporation. 

Among the assets purchased from E. H. Taylor, Jr. & Sons was 
a large quantity of “Old Taylor” whiskey in storage. Notwith- 
standing the sale and distribution of such whiskey was for a time 


limited by National Prohibition to medicinal purposes, the sales of 
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“Old Taylor” whiskey by plaintiff and its predecessors, in the period 
from December 1, 1927, to the repeal of National Prohibition in 
1933, aggregated more than $2,000,000. Since the repeal of Na 
tional Prohibition, the plaintiff and its predecessors have expended 


large sums in advertising “Old Taylor” whiskey, and the aggregat: 
sales from 1933 to May 31, 1987, amounted to more than $3,000,000. 

The brand name “Old Taylor’ was never abandoned by th: 
plaintiff or its predecessors, as is contended by the defendant, but 
its whiskey has been continuously on the market under that name to 
the present time. 

In 1933, several months before the repeal of National Prohibi 
tion, S. S. Yantis, of Lexington, Ky., and several associates includ 
ing his relative, F. S. Yantis, of New York, a member of the firm of 
F. S. Yantis & Company, Investment Brokers, became interested in 
a former distillery site located near Forks of Elkhorn in Franklin 
County, Ky., and it was purchased by them with the view of pro 
moting an enterprise for the manufacture of whiskey in the event 
of the repeal of National Prohibition, which seemed impending. On 
August 28, 1933, they organized the defendant corporation under 
the corporate name of “Franklin County Distilling Company” and 
the corporation took over the title to the property. At that time, Mr. 
Kenner Taylor, who had been actively associated with his father and 
brothers in the manufacture and sale of “Old Taylor” whiskey for 
approximately thirty years, was living in Frankfort, Ky. He was 
about seventy years of age. Since the sale of his interest in the 
corporate assets of E. H. Taylor, Jr. and Sons in 1927, he had en- 
gaged in no active business pursuits, but had recently expressed to 
several friends, in view of the prospect of the repeal of National 
Prohibition, his desire and purpose to again engage in his former 
business. His intimate knowledge of the business derived from long 
experience as the superintendent of The Old Taylor Distillery was 
a valuable asset and he was well and favorably known in that field 
of industry. S.S. and F. S. Yantis, being entirely without previous 
experience in the distillery business, were seeking the services of a 


man with such experience and qualifications to head their new en- 
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terprise. After failing in their efforts to interest two other promi- 
nent former distillers, they got in touch with Mr. Taylor. They 
had several conferences, as the result of which they reached an 
agreement which was reduced to writing on September 27, 1933. 
By the terms of the contract, Mr. Taylor agreed to at once accept 
the presidency of the new corporation and to perform all the duties 
of its chief executive officer in the direction and conduct of its 
affairs for a period of five years at a salary of $5,000 per annum. 
His salary was to begin when the distillery was put in operation. 
There was the further provision that he was to receive such addi- 
tional compensation “‘as may be justified by the earnings and such 
as shall be determined and declared by the board of directors.”’ The 
contract gave Mr. Taylor the option to purchase, at any time within 
five years, ten thousand (10,000) shares of the common capital 
stock of the corporation or any part thereof at the price of $2.50 per 
share and the corporation obligated itself to hold that amount of its 
stock available for him and subject to his call. The corporation was 
to equip, furnish and maintain an office in the city of Frankfort for 
his use and occupancy in the performance of his duties as its presi- 
dent and to provide such subordinate officers and employees as might 
be necessary for the conduct and operation of the corporate busi- 
ness under his direction. As a part of the consideration of the con- 
tract, Mr. Taylor agreed that at its election the corporation might 
use his personal name in its corporate name and, subject to his ap- 
proval as to manner and method, his name might be used by the 
corporation in branding and advertising its product. 

At a meeting of the Board of Directors, held on October 13, 
1933, Mr. Taylor was elected president and director of the corpora- 
tion and a resolution was passed recommending to the stockholders 
that the corporate name be changed from the “Franklin County Dis- 


tilling Company” to “The K. Taylor Distilling Company.” The 


change of name was promptly accomplished through appropriate 


action by the stockholders. An office was provided and equipped for 


Mr. Taylor’s use and he assumed his official position and duties with 


the corporation. He presided at and participated in numerous meet- 
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ings of the Board of Directors held at the office in Frankfort during 
the months of October, November and December, 1933. These 
meetings were largely occupied with matters affecting the organiza 
tion and financing of the company, the selection of its operating 
personnel, the issuance and qualifying of its stock for sale in various 
states and numerous other matters such as ordinarily precede the 
active operation of such corporate enterprises. 

Following his custom of many years to spend a part of his win 
ters in Florida, Mr. Taylor went to Florida for his usual winter 
vacation on December 28, 1933. Although his health was not good, 
during his sojourn in Florida he kept in touch with the corporate 
affairs of defendant by correspondence, approved the use of his 
name upon certain labels and in general manifested a normal interest 
in the plans and progress of the corporation. When he returned 
from Florida on April 1, 1934, he was quite ill and his health con- 
tinued to decline to such an extent that he was never able to leave 
his house after his return. He died on June 1, 1934. 

Neither Kenner Taylor nor his estate ever éxercised the option 
to take stock in the defendant. So far as the record shows, no other 
person by the name of Taylor has ever had any interest in or con- 
nection with the defendant at any time. 

After Kenner Taylor’s death, defendant made an effort to induce 
his brother, Edmund W. Taylor, to become its nominal president 
and to permit the defendant to use his name in its business, but the 
proposal was declined. 

No whiskey was made by the defendant during Kenner Taylor’s 
lifetime, although before his death and with his approval the de- 
fendant purchased whiskey from other distillers and marketed it 
under the label “Kenner Taylor.” 


Defendant’s distillery was put in operation and began making 


whiskey in March, 1935, and it began advertising its product under 
the brand “Kenner Taylor.” It now sells its whiskey under the 
brands “Kenner Taylor” and “K. Taylor.” In July, 1935, the de- 
fendant distributed to the public ten thousand (10,000) rather 
colorful and attractive brochures entitled “‘Taylor-Made Whiskies.”’ 
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These ornate pamphlets contained the pictures of E. H. Taylor, Jr., 
and two of his sons who were associated with him in his business, 
and comments upon their connection with the establishment of the 
reputation of the name “Taylor” as a symbol of fine Kentucky whis- 
key, to which reference has already been made. This advertising 
was wholly devised and put into circulation after Kenner Taylor’s 


death. It evidences a deliberate purpose and design on the part of 


the defendant to secure the benefit of the good-will and reputation 
which, through many years of effort and expense on the part of the 
plaintiff and its predecessors, had been built up for “Taylor” and 
“Old Taylor” whiskies. In numerous other ways the defendant 
so emphasized the name “Taylor” and the phrase “Taylor-Made 
Whiskies” in its advertisements and labels as to give them a natural 
tendency to mislead and deceive the public into thinking that the 
defendant was the successor of, or had some close connection with the 
producer of “Old Taylor” whiskies, and to pass off defendant’s 
product as that of E. H. Taylor, Jr. & Sons or its successors. 

Although the defendant’s labels, in many respects, are distinctly 
dissimilar to those used by plaintiff and its predecessors, the name 
“Taylor” had become so associated with the product of plaintiff and 
its predecessors that the mere attaching of that name by the de- 
fendant to a similar product, even when preceded by the name 
“Kenner” or the initial “K,’’ tended to create confusion and mis- 
understanding among the ordinary purchasing public and clearly 
constituted unfair competition. Walter Baker §& Co. v. Slack, 130 
Fed. 514. 

Among the assets which the plaintiff, National Distillers Prod- 
ucts Corporation, acquired from E. H. Taylor, Jr. & Sons, was the 
right to use the trade-names “Taylor” and “Old Taylor” in connec- 
tion with its business of distilling and selling whiskey, but the 
right to the use of such a personal name is not susceptible of exclu- 
sive appropriation as against other persons of that name. How- 
ever complete may have become the secondary significance of the 
name as descriptive or indicative of the product of the plaintiff and 


its predecessors, the right of any other person of the same name to 
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its reasonable, honest and fair use in his own business or for any 
other legitimate purpose was not thereby diminished. Brown Chem- 
ical Co. v. Meyer, 1389 U. S. 540; Singer Manufacturing Co. v. June 
Manufacturing Co., 168 U. S. 169; Howe Scale Co. v. Wyckoff, 
Seamans & Benedict, 198 U.S. 118. 

Neither by his deed of assignment nor by participation in the 
conveyances by which the assets, trade-names, trade-marks or good- 
will of the partnership, of which he was a member, or the corpora- 
tion, of which he was a stockholder, did Kenner Taylor divest him- 
self of his personal right to fairly, honestly and reasonably make use 
of his own name “Kenner Taylor” or his family name “Taylor” in 
his business or for any other legitimate purpose. Howe Scale Co. v. 
Wyckoff, Seamans § Benedict, supra; Piggly Wiggly Corp. v. Saun- 
ders, 1 F. (2d) 578 [19 T.-M. Rep. 316]; Mattingly v. Stone, 12 
K. L. R. 72, 12 S. W. 467, 14 S. W. 47; Helmbold v. Helmbold 
Manufacturing Co., 53 How. Pr. 453 (N. Y.). 

Although Kenner Taylor never actually became a stockholder of 
the defendant corporation, he owned an option upon a substantial 
amount of its capital stock at a fixed price which he had the exclu- 
sive right to exercise for a period of five years. He was its chief 
executive officer and, by the contract of September 27, 1933, was 
entitled not only to a fixed salary for his services as soon as the 
making of whiskey was started but also to share in the profits. The 
evidence is convincing that the contract between Kenner Taylor 
and the defendant was not a mere colorable device designed for the 
accomplishment of a fraudulent purpose. Regardless of whatever 
doubts we may entertain as to its propriety, it was not an illegal 
transaction. Mr. Taylor thereby acquired a bona fide pecuniary 
interest in the business of the defendant sufficiently substantial to 
enable him to lawfully confer upon the defendent the right to use his 
personal name in connection with its business. L. E. Waterman Co. 
v. Modern Pen Co., 285 U. S. 88 [5 T.-M. Rep. 1]. If the law of 
the state were otherwise, it would be controlling, Erie R. Co. v. 
Tompkins, 304 U. S. 64, but I have found no expression by the Court 
of Appeals of Kentucky to the contrary. The opinion of the Cir- 
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cuit Court of Appeals of the Sixth Circuit in the case of National 
Distilling Co. v. Century Liquor and Cigar Co., 188 Fed. 206, and 
that of Judge Cochran in the case of Bissell Chilled Plow Works v. 
T. M. Bissell Plow Co., 121 Fed. 857, were rendered before that 
of the Supreme Court in the Waterman case, supra. 

The untimely death of Mr. Taylor, which deprived him of the 
enjoyment of the fruits of his contract, did not divest the defendant 
of or vitiate any rights which it lawfully acquired under the con- 
tract during his lifetime. But long before this transaction took 
place, the product of the plaintiff and its predecessors had acquired 
a recognized reputation for superior quality under the Taylor name. 
Its goods had long been identified and distinguished by the name 
“Old Taylor.” Under such conditions, honesty and fair dealing on 
the part of the defendant demanded that, in the use of the same 
name on a similar product, it be employed in such a manner as would 
not be reasonably calculated to represent to ordinary purchasers that 
defendant’s goods were the product of the plaintiff or its predeces- 
sors, or to convey to the public the impression that defendant was 
the successor to E. H. Taylor, Jr. & Sons or otherwise connected 
with the manufacture of the well known brand of whiskey known as 
“Old Taylor.” Herring-Hall-Marvin Safe Co. v. Hall’s Safe Co., 
206 U. S. 554. As Judge Coxe, of the Southern District of New 
York, once said in reference to a similar situation, ““The defendant’s 
company was not entitled to warm itself into being in the sunlight 
of the complainant’s reputation.” The evidence shows that the 
marks of dissimilarity employed by the defendant in respect to the 
design, color and other characteristics of its labels and advertising 
matter, whereby it featured and emphasized the name “Taylor” as 
the principal part of its corporate name and brands, were insufficient 
to meet these essential requirements of fair competition. 

The record discloses that the defendant abused its acquired right 
to use the personal name of Kenner Taylor, but the available and 
appropriate remedy is not to deny to the defendant all right to the 
use of the name but rather to prohibit its continued abuse of the right 


and to require of the wrongdoer adequate restitution to the party in- 
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jured thereby. Donnell v. Herring-Hall-Marvin Safe Co., 206 
U.S. 267; Herring-Hall-Marvin Safe Co. v. Hall’s Safe Co., supra; 
L. E. Waterman Co. v. Modern Pen Co., supra. 

A perpetual injunction will be granted restraining the defendant, 
its agents and servants, from using the name “Taylor” or any phrase 
of which the name “Taylor” forms a part, in its corporate name or 
in any of its whiskey labels or advertising matter, unless accom- 
panied by a statement plainly and specifically showing that the de- 
fendant is “neither the successor to nor connected with the maker 
of ‘Old Taylor’ whiskey” and that its product is “not the product 
of E. H. Taylor, Jr. & Sons, or its successors.” Herring-Hall- 
Marvin Safe Co. v. Hall’s Safe Co., supra; L. E. Waterman Co. v. 
Modern Pen Co., supra. 

The defendant contends that plaintiff, in labeling its product 
as “Old Taylor” accompanied by the script signature “E. H. Taylor, 
Jr. & Sons” is guilty of deception and fraud upon the public and 
hence comes into court with such unclean hands as to preclude its 
right to equitable relief. While it is true that the plaintiff does not 
manufacture its product at the same location, by the same methods 


and facilities or under the identical conditions which prevailed in 


the original manufacture of “Old Taylor” by E. H. Taylor, Jr. & 


Sons, the plaintiff's labels give adequate information as to the iden- 
tity of the present producer and place of manufacture and there is 
no showing of any diminution in the quality of the “Old Taylor” 
whiskey manufactured and sold by the plaintiff as compared with 
the original. The defendant’s contention in this respect is without 
merit. Layton Pure Food Co. v. Church & Dwight Co., 182 Fed. 
24 (C. C. A. 8); Metcalf v. Brand, 86 Ky. 331; Baglin v. Cusenier, 
221 U. S. 580; Jacobs v. Beecham, 221 U. S. 263 [1 T.-M. Rep. 
55]. 

The defendant’s invasion of the rights of the plaintiff by unfair 
competition in the manner herein pointed out, entitles the plaintiff 
to the accounting prayed for, since, under the existing record, it does 
not clearly or certainly appear that the plaintiff would not be able 


to make out a case entitling it to substantial recovery. The case will 
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be retained on the docket for such proceedings as may be appropriate 
to that end. G. & C. Merriam Co. v. Saalfield, supra; Hamilton 
Shoe Co. v. Wolf Bros., 240 U.S. 251; Anchor Stove & Range Co. 
v. Hymer, 97 F. (2d) 689 [28 T.-M. Rep. 476]. 

The parties may submit for entry formal findings of fact and 
conclusions of law, together with judgment in conformity herewith. 


Lazar v. Ceceia Co. 
(30 F. Supp. 769) 


United States District Court, Southern District of New York 
September 18, 1939 


TrapE-Mark INFRINGEMENT—“Rapio Dicest’—Titte or Pusriication— 
ABANDON MENT. 

Where plaintiff, assignee of the trade-mark “Radio Digest” and the 
good-will of the business connected with the publication of a magazine 
under said title, in October, 1933 temporarily suspended publication 
because of financial difficulties, but showed no intention to abandon and 
continued looking for capital to continue publication, held that whether 
there was actual abandonment of the mark is a question of fact, and 
that defendants’ motion to dismiss the complaint should be denied. 

TrapE-Marks—PvRpOsE. 

A trade-mark is merely a protection for good-will and not the sub- 

ject of property rights except in connection with an existing business. 


In equity. Action for alleged trade-mark infringement. De- 
fendant’s motion to dismiss complaint denied. 
Gustave Simons, of New York City, for plaintiff. 
Townley, Updike & Carter, of New York City (J. Howard 
Carter and Carl S. Forsythe, both of New York City, of 
counsel), for defendant. 


Lerpez, D. J.: On April 14, 1939, a complaint was filed in this 


action alleging trade-mark infringement by the defendant and seek- 


ing an injunction, an accounting of profits, damages, attorney’s fees 
and costs. On May 3, 1939, defendant filed a motion to dismiss the 
complaint on the following grounds: 


(1) That the complaint fails to state a claim upon which relief can be 
granted; 

(2) That the defendant is an Illinois corporation and was not subject to 
service of process in the Southern District of New York and that the de- 
fendant was not properly served with process in this action; 
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(3) That the action was commenced in the wrong district because de- 
fendant is an inhabitant of the State of Illinois; 

(4) That the court lacks jurisdiction of the action is not properly one 
under the trade-mark laws of the United States and the amount in con- 
troversy is less than $3,000, exclusive of interest and costs. 


In a memorandum dated June 13, 1939, I directed that the ques- 
tions raised by subdivision (2) of the notice of motion be referred 
to a Special Master to hear and report, reserving decision in respect 
to subdivisions “1,” “3” and “4” of the said notice of motion until 
the submission of the Special Master’s report. 

On July 5, 1939, I signed an order appointing George A. Spohr, 
Jr., Special Master, to hear and report his findings of fact and con- 
clusions of law with respect to (1) whether the defendant corpora- 
tion is doing business in the State of New York, and, if so, whether 
such business is of a character which would make it amenable to 
judicial process therein; and (2) whether the person upon whom 
the summons was served was a representative of the defendant and, 
if so, whether he was a proper representive of the defendant under 
the new Federal Rules of Civil Procedure, Rule 4 (d) (3) and (7), 
28 U.S.C. A. following Section 7238c. 

The Special Master took the statutory oath and examined the 
papers herein preparatory to a hearing which he set for July 24, 
1939, with the approval of the respective attorneys. On July 20 
the attorneys signed and filed a stipulation adjourning the hearing 
to September 7, 1939. On August 31 plaintiff's attorney served a 
notice of motion returnable in this court to quash certain subpoenas 
served by defendant and to stay the hearing set for September 7. 
This motion was, in the main, denied from the Bench, September 5. 
The following day defendant served a general notice of appearance. 
At the hearing on September 7 no witnesses appeared and the 
Special Master, after noting on the record what had transpired since 
his appointment, ruled that the issue referred to him had, by reason 
of defendant’s general appearance, become academic and he has so 
reported to the court. His report is approved. 

After entering the general appearance and on an oral argument 
before me on September 12, the attorney for the defendant with- 
drew the second, third and fourth grounds set forth in his original 
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notice of motion to dismiss the complaint. ‘The only question re- 
maining is whether or not the complaint sets forth a claim upon 
which relief can be granted. 

The complaint alleges, in substance, that in April, 1922 one Earl 
Rayner commenced publication of a magazine known as the Radio 
Digest and that the said magazine was thereafter continuously pub- 
lished in the United States from that time by the said Rayner; that 
on April 8, 1922, Earl Rayner filed an application with the United 
States Patent Office for the registration of the trade-mark “Radio 
Digest” and that on January 28, 19238, such registered trade-mark 
was duly issued; that on August 1, 1930, Earl Rayner assigned said 
trade-mark together with the good-will of the business to the Radio 
Digest Publishing Corporation and that said assignment was filed 
with the United States Patent Office on August 12, 1930; that the 
Radio Digest Publishing Corporation continued the publication and 
circulation of said magazine throughout the country until October, 
1933 when active circulation was suspended because of financial 
difficulties; that at that time plaintiff was an employee of the said 
Publishing Corporation and the circulation of the magazine was 
upwards of 30,000 per month, but that capital for further publica- 
tion was lacking; that the corporation did not abandon the magazine 
or its name but made a continuous search for further capital with 
which to resume publication; that in September, 1934 plaintiff 
presented a plan to the corporation to resume active publication of 
the magazine as a digest of radio broadcasts; that plaintiff, on 
behalf of the corporation and on her own behalf, continued the active 
efforts to obtain fresh capital and general material for publication, 
making arrangements with printers for “active publication” of the 
said magazine; that on April 27, 1936, Radio Digest Publishing 
Corporation assigned, for a valuable consideration, its entire right, 
title and interest in the trade-mark “Radio Digest” together with 
the good-will of the business to the plaintiff and said assignment 
was recorded in the United States Patent Office on July 11, 1936. 

It is further alleged that plaintiff continued gathering material 


and seeking capital and was approaching successful culmination, 
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when in January, 1939 defendant unlawfully appropriated th: 
name “‘Radio Digest’’ and the good-will attached thereto, represent 
ing itself as the owner thereof to the general public and the broad 
casters of the United States; that the plaintiff has been damaged by 
said unauthorized appropriation, and in spite of the fact that de 
fendant has been apprised of plaintiff's rights that defendant is 
continuing publication under the unlawfully appropriated name of 
“Radio Digest.” 

The defendant’s contention is that it appears from the complaint 
that the Radio Digest Publishing Corporation had ceased doing 
business and that the purported assignment of the trade-mark to 
the plaintiff was ineffectual. 

A trade-mark is merely a protection for good-will and is not the 
subject of property rights except in connection with an existing busi- 
ness. Hanover Star Milling Co. v. Metcalf, 240 U. S. 403, 414, 
36 S. Ct. 357, 60 L. Ed. 713. The trade-mark statute, 15 U.S.C. A. 
§ 90, provides in part that: “Every registered trade-mark, and every 
mark for the registration of which application has been made, 
together with the application for registration of the same, shall be 
assignable in connection with the good-will of the business in which 
the mark is used.” 


However, it has been held that after a company has ceased doing 


business it has no “good-will in connection therewith’ to convey 


and any subsequent assignment is ineffectual. Kelly Liquor Co. v. 
National Brokerage Co., Cust. & Pat. App., 102 F. (2d) 857, 860; 
La Fayette Brewery, Inc. v. Rock Island Brewing Co., Cust. & Pat. 
App., 87 F. (2d) 489. 

The complaint alleges that plaintiff's assignor suspended pub- 
lication in October, 1933 but goes on to state that “Radio Digest 
Publishing Corporation did not intend to abandon and did not in fact 
abandon the said magazine or its name, but that a continuous search 
for further capital with which to resume the publication of said 
magazine was made by its owner.” Further, that material was 
gathered, analyzed, digested and edited and arrangements made 


with printers directed towards an active publication, when fresh 
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capital could be obtained. Whether business absolutely ceased sub- 
sequently to the suspension of publication is a question of fact and 
whether there was an actual abandonment of the trade-mark is a 
question of fact. I cannot rule as a matter of law that the complaint 


shows that there was such abandonment. I am of the opinion that 


the complaint, on its face, states a sufficient claim upon which relief 
can be granted. Whether or not the allegations can be sustained by 
proper evidence is not now before the court. Accordingly, de- 
fendant’s motion to dismiss the complaint is denied. Defendant 
will serve its answer within twenty days of the service of the order 
to be entered on this decision. 

In an affidavit of services the Special Master shows that this 
matter took about twelve hours of his time. He asks an allowance 
of one hundred dollars. While the request, in view of the time in- 
volved, is proper, I feel that the fact that he eventually had nothing 
to decide must be considered and so I fix seventy-five dollars ($75) 
as the allowance to the Special Master for his services herein. The 
defendant is directed to pay the said sum to the Special Master 
within thirty days of the service of an order to that effect on de- 
fendant’s attorney. 


Submit order on two days’ notice. 


Juxius Restaurant, Inc. v. LomBarp1 
(282 N. Y. 126) 


New York Court of Appeals 
March 5, 1940 


TrRADE-MaARKsS AND TrRADE-NAMES—STATE STATUTES, NEw York, SECTION 164, 
Penat LAw—INTERPRETATION. 

Section 964 of the New York Penal Law, providing, among other 
things, for the issuance of an injunction for the misleading use of a 
trade-name on application to a court having jurisdiction and on five 
days notice to defendant was interpreted as permitting such action with- 
out the usual complaint and summons. 

Trape-Marks AND Trape-Names—Unram Competirion—‘Juitius Restau- 
RANT —APPLICATION OF SECTION 964, NEw York Strate Penat Law. 

Held that petitioner, who had for some time operated in West 10th 
Street, New York City, a restaurant known as the “Julius Restaurant” 
was wrongly denied an application under Section 964, New York Penal 
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Law to enjoin use by respondent of the name “Julius” in connection 

with his restaurant located close to that of petitioner. 

In equity. Appeal from New York Supreme Court, Appellate 
Division, First Department. From an order of the Supreme Court 
denying its application for permanent injunction, petitioner ap- 
pealed to the Appellate Division, First Department. From an order 
of the Appellate Division 257 App. Div. 370 (13 N. Y. S. [2d] 490), 
affirming the order of the Special Term, petitioner appeals. Order 
reversed, and matter remitted for further proceedings in accordance 
with opinion. 


Sidney Katzen and Myron Engleman, both of New York City, 
for appellant. 
Maz Chopnick, of New York City, for respondent. 


Fincu, J.: Petitioner-appellant is a domestic corporation en 
gaged in the business of conducting a restaurant-bar-and-grill at 159 
West Tenth Street, New York City, and alleges that its restaurant 
has been identified from its inception with the name “Julius” or 
‘Julius’ Restaurant.”’ Petitioner, in this proceeding, seeks to enjoin 
the defendant-respondent from the use of the name “Julius” in 
connection with the defendant’s restaurant-bar-and-grill which is 
located close to that of petitioner. 

We are concerned here solely with the question of the power of 
Special Term to entertain a proceeding pursuant to Section 964 of 
the Panel Law which has been instituted only by a notice of motion 
and a verified petition, no summons or complaint having been served. 
The Special Term denied the relief requested. The Appellate Divi- 
sion, first judicial department, affirmed by a divided court. 

Does Section 964 of the Panel Law contemplate a special pro- 


ceeding designed to provide a summary method of preventing or 


terminating a species of commercial fraud involving the use of a 
name where no action has been instituted by the service of a 
summons and complaint? We are of the opinion that it does. Sec- 


tion 964, enacted by chapter 638 of the Laws of 1987, provides: 
No person, firm or corporation shall, with intent to deceive or mislead the 


public, assume, adopt or use as, or as part of, a corporate, assumed or 
trade-name, for advertising purposes, or for the purposes of trade, or for 
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any other purpose, any name, designation or style, or any symbol or simula- 
tion thereof, or a part of any name, designation or style, or any symbol or 
simulation thereof, which may deceive or mislead the public as to the 
identity of such person, firm or corporation or as to the connection of such 
person, firm or corporation with any other person, firm or corporation; nor 
shall any person, firm or corporation, with like intent, adopt or use as, or 
as part of, a corporate, assumed or trade-name, for advertising purposes, 
or for the purposes of trade, or for any other purpose, any address or 
designation of location in the community which may deceive or mislead 
the public as to the true address or location of such person, firm or cor- 
poration. A violation of this Section shall be a misdemeanor. Whenever 
there shall be an actual or threatened violation of this Section, an applica- 
tion may be made to a court or justice having jurisdiction to issue an in- 
junction, upon notice to the defendant of not less than five days, to enjoin 
and restrain said actual or threatened violation; and if it shall appear to 
the satisfaction of the court or justice that the defendant is in fact assum- 
ing, adopting or using such name, or is about to assume, adopt or use such 
name, and that the assumption, adoption or use of such name may deceive 
or mislead the public, an injunction may be issued by said court or 
justice, enjoining and restraining such actual or threatened violation with- 
out requiring proof that any person has in fact been deceived or misled 


thereby. 

It will be observed that the statute consists of but three sen- 
tences. The first describes the offense. The second denominates it 
as a misdemeanor. The third provides for injunctive relief available 
upon five days’ notice. Clearly, the scheme of the statute is to create 
two avenues whereby the evil which it denounces may be reached. 
First, those charged with the enforcement of the criminal law may 
prosecute the offender as a criminal. Second, the aggrieved in- 
dividual may have speedy relief on the civil side by the preventive 
device of an injunction. Generally, a wrong prevented results in 
better justice than an attempted cure. If the act be committed, 
only punishment or damage remains. 


Objection to allowing the proceeding at bar is made upon two 
scores ; first, that it was not the intent of the Legislature to authorize 
a proceeding different from that available heretofore in obtaining in- 
junctive relief to restrain the objectionable conduct in question; and, 
second, that if the Legisature did so intend, then the language em- 


ployed for the purpose is abortive for failure to enumerate all the 
steps in the new proceeding. 

The intent of the Legislature. The statute in question provides 
that “an application may be made... . upon notice .. . . of not 
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less than five days.”” There is no established canon of construction 
from which it follows that five days’ notice means twenty days in 
which to answer, as is provided by the Civil Practice Act in ordinary 
actions. Further, that “an application may be made’”’ is contrary to 
the idea that a summons and complaint are required. An “applica- 
tion” is generally understood as referring to a more informal type 
of procedure than an action constitutes. Cf. Civil Practice Act, §§ 
113-119, wherein the term “application” is used; also Civil Practice 
Act, §§ 1287, 1288, 1859; Insurance Law (Consol. Laws, ch. 28) 
(Laws of 1989, ch. 882), § 528, in which the statute provides, “upon 
an application .... to show cause .... the court... . may 

issue an injunction....” If the Legislature had intended restrict 
ing a proceeding brought pursuant to Section 964 of the Penal Law, 
to the relief heretofore available, the language would have referred 
to ‘“‘an action” or similar language, and not to the making of an 
application for the desired relief. 

The efficacy of the language employed in Section 964. The 
failure of the Legislature to enumerate the detailed procedure is but 
further indication of an intent to allow to the courts sufficient scope 
to adopt the procedure necessary to accomplish prompt relief. There 
is nothing to prevent a court from making the necessary rules, save 
only as these may be inconsistent with acts of the Legislature 
prescribing an inflexible procedure for the courts. Every other body 
possesses the absolute right to adopt a procedure best suited to the 
need to be accomplished. The Stock Corporation Law (Consol. 
Laws, ch. 59), Section 21, provides that “either such stockholder or 
the corporation may apply upon eight days’ notice to the other’ for 
the relief authorized by that Section. This statute has been in 
existence since enacted in its original form by chapter 688 of the 
Laws of 1893. It has generally been accepted that the words “may 
apply upon eight days’ notice” were sufficient description of a special 


proceeding created by that statute. If those words are sufficient 


authorization for the courts to entertain a special proceeding, so 


must the words “‘an application may be made .. . . upon notice . 


of not less than five days.” Unless the entire latter portion of Sec- 
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tion 964 be treated as useless verbiage, it must be recognized to have 
created a new special proceeding not available heretofore. 

And is this not an attempt by the Legislature to keep the pro- 
cedural side of the law more in step with modern conditions in other 
walks of life? It may be that the proverbial lagging steps of the 
law may not do harm under other circumstances, but this petitioner 
alleges that there is here shown an attempt to capitalize for com- 
mercial profit a procedure which had become somewhat archaic in 
dealing with a state of facts similar to those in the case at bar and 
as prescribed for the courts by the Legislature. Petitioner further 
alleges that this restaurant had built up, over the course of the years, 
by dint of hard work and conscientious attention, a good-will of great 
value. The defendant conducted a restaurant a few doors away in 
the same block and, it is contended, installed an electric sign so con- 
structed as to deceive all except the most wary. This sign, so peti- 


tioner infers, was hung in the late spring; the hanging was so timed 


that under the procedure theretofore in force, including twenty 


days to answer and the summer vacation, it precluded a disposition 
of the issues until the fall or winter. Meanwhile it may be that the 
cream of the restaurant trade for the year had been obtained. 

It is submitted that to prevent the use of the name or address of 
another with intent to deceive, the Legislature enacted a new and 
summary special proceeding adequate to modern needs. 

The application of petitioner-appellant, therefore, should not 
have been denied upon the ground that he initiated his proceeding 
pursuant to Section 964 and gained nothing. 

The orders should be reversed and the matter remitted for 


further proceedings in accordance with this opinion, without costs. 


LEHMAN, C. J., and LouGuran, Ripprey, Sears, Lewis, and 
Conway, JJ., concur. 


Ordered accordingly. 
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GoLENPAUL V. Rosert, ET AL. 
New York Supreme Court, Special Term, Part VI 
March 12, 1940 


Unram Competirion—Seconnary MEANING. 

The law of unfair competition recognizes that, where any name, mark 
or symbol, even though consisting of commonplace words, has come to 
signifiy in the public mind the product or business of a particular in- 
dividual or group, such name, mark or symbol cannot be used by another 
in such a way as to lead the public to believe that the product or business 
of the latter is the product or business ot the former. 

TrapE-Marks—ABANDON MENT. 

When the business in which a trade-mark or trade-name is used 
actually ceases for such a period and under such circumstances that 
the mark or name no longer signifies the business in the mind of the 
public, the right to the mark or name is lost, despite the existence of a 
purely subjective “intent” on the part of the user to re-engage in the 
business and resume the use of the mark or name at some indefinite 
future time. 

Unrair Competirion—Use or MaGazine NAME IN Rapio Procgram—‘In- 
FORMATION PLease.” 

Plaintiffs since May, 1938 conducted a radio program under the 
name “Information Please,” which program they made widely popular. 
Plaintiffs also used the words “Information Please” as the title of a 
book and in moving pictures. 

Defendants in October, 1936 began the publication of a magazine 
called Information Please, but after two issues, suspended publication 
because of lack of funds and took no steps to resume same until Novem- 
ber, 1939. Held that the publication of the two issues of said magazine 
was insufficient to identify the name “Information Please” with de- 
fendants; it was evident, moreover, that defendants were moved to 
resume publication because of the popularity of plaintiff’s “Informa- 
tion Please” program. 


In equity. Action for alleged unfair competition. Bill dismissed. 


Wa tter, J.: The originators and owners of the currently popular 
radio program entitled “Information Please’ here seek to enjoin the 
defendants from using that combination of words as the title of a 
magazine. The defendants Rosett and Braverman have defaulted 


and apparently are content to be enjoined. Resistance comes only 
from the defendants Boressoff and Information Publication Cor- 
poration, which Boressoff owns and controls, and those two are here- 
inafter referred to and spoken of as the defendants. 
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Since May, 1938, the title “Information Please’ has been used 
and is now being used to designate a weekly radio program broadcast 
over a large network of radio stations and listened to by vast num- 
bers of radio owners, and in the minds of more people than possibly 


could have been reached by any advertising medium in use in pre- 


radio days that name or title has come to signify a radio program 


during which persons of prominence in various fields of endeavor and 
achievement answer or fail to answer such questions as the control- 
lers of the program allow to filter through their hands from a vast 
body of interested listeners who find pleasure and excitement not 
only in listening to the answers or failures to answer, but also in 
submitting questions which are designed, in the language of one of 
the slogans used in popularizing the program, to “stump the ex- 
perts.” At intervals, more or less appropriate, the listeners are also 
expected to receive education in the merits of the product of the par- 
ticular manufacturer who sponsors the program. The plaintiffs 
have also used the title “Information Please” as the title of a book 
and are using it in moving pictures. 

In earlier days it doubtless would have been held that a maga- 
zine is in competition with only another magazine and that there- 
fore the use by one person of two words so commonplace as “in- 
formation” and “please” to designate either a book or a moving 
picture or a verbal program carried over the air would not prevent 
another person from using the same words as the title of a maga- 
zine. At the present time, however, the law of “Unfair Competi- 
tion” lays stress upon the element of unfairness rather than upon 
the element of competition and recognizes that where any name or 
mark or symbol, even though consisting of commonplace words of 
the English language, has come to signify in the public mind the 
product or business of a particular individual or group of individuals 
such name or mark or symbol cannot be used by another individual] 
or group of individuals in such way as to lead the public to believe 
that the product or business of the latter is the product or business 
of the former. Illustrations of that rule are numerous (Philadelphia 
Storage Battery Co. v. Mindlin, 163 Misc. 52; Tiffany & Co. v. 
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Tiffany Productions, Inc., 147 Misc. 679, aff'd 237 App. Div. 801, 
262 N. Y. 482 [23 T.-M. Rep. 117]; Forsythe Co., Inc. v. Forsythe 
Shoe Corp’n, 234 App. Div. 355 [22 T.-M. Rep. 827]; Vogue Co. v. 
Thompson-Hudson Co., 300 Fed. 509, 512 [15 T.-M. Rep. 1]; Yale 
Electric Corp’n v. Robertson, 26 Fed. [2d] 972, 974 [17 T.-M. Rep. 
414]; Patten v. Superior Talking Pictures, Inc., 8 Fed. Supp. 196). 

If the defendants should publish a magazine under the title 
Information Please, and especially a magazine which is devoted 
to radio entertainment and moving pictures to the extent indicated 
by defendants’ evidence, it is inevitable that there would be created 
“a false impression of a trade connection” (Philadelphia Storage 
Battery Co. v. Mindlin, supra, at p. 54), and under the authorities 
above cited it is plain that an injunction should issue unless it is 
prevented by the fact that here it is the defendants, and not the 
plaintiffs, who first used the words “Information Please” as identify- 
ing a product or business. 

The facts respecting the defendants’ use of those words are 
these: In September and October, 1936, a year and a half before the 
plaintiffs’ radio program was initiated, the defendants published two 
issues of a magazine entitled Information Please. Of the first issue 
8,000: copies were printed, and of the second issue 10,000 copies 
were printed. Their original investment of $3,000 was exhausted in 
publishing those two issues and bills of something over $600 were 
left unpaid, and the conceded reason why no further issues were pub- 
lished is that the defendants lacked the necessary money. The sale 
price of the magazine was twenty-five cents per copy, and as the 
proceeds of sale did not bring in enough money to enable them to 


publish a third issue, I must conclude that the number of copies 


actually sold was considerably less than the number of copies 


printed. The number of actual subscribers was practically negligi- 
ble. The name of the magazine, or of the publisher, was put upon 
the mailing lists of various concerns who make a practice of sending 
out so-called “releases” of matter which such concerns desire to 
have published, and a considerable number of such “releases,” and 


also some other correspondence, was received by the defendants at 
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intervals to and including September, 1937. Neither the name of 
the magazine nor the name of the corporate publisher thereof was 
listed in the New York Telephone Directory except in the winter 
edition of 1936, in which it was listed as being located at the place 
where the defendant Boressoff resided, which place, he testified, he 
also used as an office. Neither the magazine nor the corporate pub- 
lisher appears ever to have had any office other than what fairly 
may be termed desk room accorded to Boressoff. No minute book 
and no account book of the publishing corporation was produced, 
although production thereof was requested in substantiation of 
Boressoff’s testimony. Boressoff, the prime mover in the publication 
of the magazine, testified that he never intended to abandon publica- 
tion of the magazine, but I cannot find that his intent to continue, or 
to resume, at any time ever amounted to anything more than a hope 
that somehow from someone he might be able to get the necessary 


money. The most tangible evidence of actual intent, as distinguished 


from hopeful expectation, is a somewhat nebulous agreement that if 


a success could be made of another publication in which Boressoff 
was interested, then the printer of that other publication would con- 
sider doing the necessary printing for Information Please. Better 
evidence, in my opinion, of the kind of intent which Boressoft had 
to resume publication of Information Please is his public adver- 
tisement for someone who would invest $12,000 in a ‘new’ maga- 
zine. No response appears to have been received from that adver- 
tisement. 

Relevant in this connection is the conversation which Boressoff 
says he had with the plaintiff Golenpaul in June, 1938, shortly after 
plaintiffs’ radio program commenced. He says that he then claimed 
that the radio programs under the title “Information Please” were 
an infringement of his rights and notified Golenpaul to stop them 
because they were preventing him from carrying out his “job” of re- 
establishing the magazine, and that Golenpaul said that if he 
thought his rights were being infringed he should be ahead and sue. 
No suit ever was brought. Efforts through an attorney to obtain a 


cash settlement of $2,500 were definitely rejected in October, 1938, 
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and nothing of consequence then happened until about November, 
1989, when it was announced that arrangements to resume publica- 
tion of the magazine had been made. 

Whether or not the publication of the two issues of the magazine 
under the circumstances here disclosed was sufficient to cause the 
title ‘Information Please’’ to be associated in the public mind with 
the product of business of the defendants is, I think, rather doubtful ; 
but assuming that fact in defendants’ favor, t vidence clearly 
establishes that such association had terminate. ad disappeared 
long before the plaintiffs in good faith adopted that title for their 
radio program. I further find that it was only because the plaintiffs 
had made the title prominent and popular that the defendants were 
able to make such arrangements as were made in November, 1939, 
to resume publication of the magazine, and that such arrangements 
were made with the desire and intent to trade upon and take ad- 


vantage of the prominence and popularity which the plaintiffs had 
created. 


The case thus simmers down to the question whether Boressoff’s 


purely subjective “intent” to resume publication of the magazine if 
and when he could obtain the necessary money prevents the injunc- 
tion to which the plaintiffs otherwise would be entitled. 

Rather strong statements appear in numerous cases to the effect 
that to constitute abandonment of a trade-mark or trade-name there 
must not only be nonuser but an intent to abandon (Sazlehner v. 
Eisner & Mendelson Co., 179 U.S. 19, 81; Baglin v. Cusenier Co., 
221 U. S. 589, 597, 598 [1 T.-M. Rep. 147]; Beech-Nut Co. v. 
Lorillard Co., 273 U. S. 629, 682 [14 T.-M. Rep. 351], which are 
cited in Rockowitz C. §& B. Corp’n v. Madame X Co., Inc., 248 N. Y. 
272 [18 T.-M. Rep. 82], and Neva-Wet Corp’n v. Never Wet 
Processing Corp’n, 277 N. Y. 163 [28 T.-M. Rep. 167]), and if 
those expressions are to be taken literally, abandonment never can 
be found in any case where abandonment is denied and the denial is 
supported by an oath as to the swearer’s state of mind which the 
trier of the facts is unwilling to say is false swearing. That result 


is plainly inconsistent with and wholly nullifies the well-settled 
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principle that a trade-mark right is not a right in gross or at large, 
like a copyright or a patent, and exists only as appurtenant to an 
existing business in connection with which it is used (Hanover 
Milling Co. v. Metcalf, 240 U.S. 403, 413, 414 [6 T.-M. Rep. 148] ; 
United Drug Co. v. Rectanus Co., 248 U. S. 90, 97 [9 T.-M. Rep. 
1]; which likewise are cited and quoted in Rockowitz C. §& B. Corp’n 
v. Madame X Co., Inc., supra, and cited in Neva-Wet Corp’n v. 
Never West Processing Corp’n, supra). As the Court of Appeals 
expressly reiterates that principle in the Madame X case, and as it 


also states in the Neva-Wet case that intermittent periods of non- 


user do not destroy the right “if the business employing the trade- 
marks was more or less continuous” (277 N. Y. at p. 178), I think 
those cases are not inconsistent with but actually sustain the view 
that when the business itself actually ceases for such a length of 


time and under such circumstances that the mark or name actually 
no longer signifies that business in the mind of the public the right 
to the mark or name is lost, despite the existence of a purely sub- 
jective “intent” on the part of the user to re-engage in the business 
and resume the use of the mark or name at some indefinite time in 
the future; and that I think is the sounder view and the only one 
consistent with the essential nature of a mark or name as a mere 
incident or appurtenance of a business (Royal Baking Powder Co. 
v. Raymond, 70 Fed. 376, 380, 381, aff'd 85 Fed. 231; Reconstruc- 
tion Finance Corp’n v. J. G. Menihan Corp’n, 28 Fed. Supp. 920, 
923 [28 T.-M. Rep. 301]; 30 Columbia Law Review, 695, 697; 
Derenberg, Trade-Mark Protection and Unfair Trading, 19386, pp. 
598, 601). 

Judgment for the plaintiffs in accordance with the prayer of 
the complaint is accordingly granted, with costs. 
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Varsity Sportswear, Inc. v. Princess Faprics 
(N.Y. L. J.) 


New York Supreme Court, Special Term 
March 27, 1940 


Trape-Marks ano Unrarr Competition—License to Use—Mottipte Use 
BY OTHERS. 

A trade-mark cannot be used without the consent of the owner, and 
when the owner gives consent to one person, such consent necessarily is 
exclusive, unless and until a similar consent is given to another, or unless 
and until the property in the mark is lost in some manner legally 
recognized. 

Unram Competition—Licensep Use or Trape-Marks as Designs 1x Dress 
Fasrics—UNavuTuHorizep Use spy OTHErs. 

Where defendant Princess Fabrics had, by consent of the respective 
owners, put out dress fabrics featuring certain well-known American 
trade-marks and trade-symbols, said fabrics being identified to the trade 
as “American Symbol Prints,” the subsequent adoption and use thereof 
on similar dress fabrics by plaintiff under the name “Trade-Mark 
Prints” without the consent of the respective proprietors held unfair 
competition and was enjoined. 

‘Trape-Marks—Loss THROUGH ACQUIESENCE. 


In the case at issue, held there was no loss of the trade-mark right 
through acquiesence. 


In equity. Action for alleged unfair competition. Judgment for 
defendant. 


Watrter, J.: The three corporations which are parties to this ac- 
tion here seek to enjoin each other and also obtain a declaration of 
their rights respecting the advertisement and sale of certain spe- 
cially designed fabrics for women’s dresses and some other acces- 
sories. They are here referred to as Varsity and Rosenthal and 
Princess, respectively. Princess and Rosenthal may be described, 
with accuracy sufficient for present purposes, as manufacturers of 
dress fabrics. Varsity is a manufacturer of dresses from dress 
fabrics. 

At least as early as the beginning of November, 1939, Princess 
started preparations for the manufacture of dress fabrics, the dis- 


tinctive design of which was the printing in of certain marks or 


symbols or designs commonly used by and associated in the public 


mind with certain nationally known concerns engaged in the produc- 
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tion and sale of various articles and products other than dress 
fabrics such as: The girl and stick associated with “Dutch 
Cleanser ;” the cup and saucer associated with “Maxwell House 
Coffee ;”’ the camel or dromedary associated with “Camel” cigarettes ; 
the three interlocking rings associated with “Ballentine’s” beer; the 
Indian head associated with ‘Pontiac’ motor cars, and many others. 

Princess obtained the consents of the owners and users of such 
marks or symbols or designs to such use thereof by Princess, and 
from the terms of consents and the circumstances under which they 
were obtained, and the actions of the parties thereunder, I find that 
as a part of the agreement evidencing such consent, Princess at least 
impliedly agreed that in connection with its fabrics it would adver- 
tise the fact that the designs thereof were taken from, or were 
representations of the marks or designs or symbols of the owners 
and users who gave such consent. 

The consideration for such consents, or perhaps more accurately, 
the motivating reason therefor, was that thereby the products of 
the owners and users of such marks, symbols and designs would be 
advertised. In some instances the consents state that such right to 
use such marks and symbols and designs upon dress fabrics is given 
to Princess exclusively. In other instances the word “exclusively” is 
not used. In my view that makes no difference. A trade-mark can- 
not be used without the consent of the owner, and when the owner 
gives consent to one person such consent necessarily is exclusive, 


unless and until a similar consent is given to another, or unless and 


until the property in the mark is lost in some manner legally recog- 


nized. Sample dresses made from such fabrics were in the hands 
of prospective customers in December, 1939, and at least as early as 
January 9, 1940, Princess began to advertise its fabrics under the 
general title “American Symbol Prints,” and it thereafter sold large 
quantities of them to many retailers throughout a large part of the 
United States, some of whom likewise advertised them under that 
title, and with additional descriptive matter identifying the fabrics 
as containing as their distinctive designs the marks or symbols or 


designs of such nationally known concerns, some of which were men- 
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tioned by name. Sometimes, too, the containers or products to which 
the trade-marks relate were exhibited along with the dresses and 
the fabrics. 

The manufacturers of dress fabrics having as their distinctive 
design the marks or symbols or designs of nationally known manu- 
facturers of products other than dress fabrics were also made the 
subject of fashion notes, advertising notes, and other news items or 
“write-ups,” as distinguished from paid advertisements, in various 
papers and magazines. One of these appeared in Life Magazine in 
its issue of February 19, 1940, which I think we may assume was on 
the newsstands at least a few days before that date. Another, fairly 
typical, exhibits a popular stage and screen singer attired in a dress 
made of a fabric which has a cup and saucer as its distinctive design, 
and identifies that design as the mark or symbol commonly associated 
with “Maxwell House Coffee.” Many of these advertisements and 
notes and “write-ups” identify Princess by name, and, although some 
do not, I find that the result of all the various work and publicity 
and actual manufacture and exhibitions to prospective customers is 
that by January 10, 1940, dress fabrics of such designs, and also 
the phrase or title “American Symbol Prints,” had become identi- 
fied in the mind of the trade with dress fabrics sold by Princess 
and the fabrics themselves had become identified in the mind of the 
trade as “American Symbol Prints.” By January 26, 1940, such 
identification had become even more complete, and by February 18, 
1940, it had become very widespread in the trade and had extended 
to ultimate consumers—the buyers of dresses themselves—having 
been then prominently displayed in the show windows of R. H. 
Macy & Co. 

The wholesale price of dresses made from such fabrics was about 
$8.75 per dress and the retail price was about $15 per dress. 

I now turn to the facts respecting Varsity and Rosenthal. Wit- 
nesses called in their behalf have testified that about January 10, 
1940, which is one day after the advertisement of Princess (de- 
fendant’s Exhibit A) appeared in the daily trade journal, Women’s 
Wear, the stylist of Rosenthal submitted to others of that concern 
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certain sketches which have not been produced but which are de- 
scribed by them as trade-mark prints, and that such sketches were 
submitted to Varsity about January 15, 1940. 

Late in the day of January 26, 1940, after the usual hours, which 
is the day on which the advertisement of “American Symbol Prints”’ 
appeared in Retail Merchandise Service (defendant’s Exhibit B), 
Varsity ordered from Rosenthal certain dress fabrics which have as 
their distinctive design a girl with a stick, three interlocking rings, 
a camel and a cup and saucer. The order designates the goods 
ordered as “Ballantine,” “Maxwell,” “Old Dutch,’ “Dromedary” 
and “Goodrich”’ patterns. 

Rosenthal then ordered the printing of such fabrics on January 
27, 1940. It also appears that by agreement between Rosenthal and 
Varsity Rosenthal was to sell fabrics of such designs to Varsity 
exclusively. 


The fabrics so ordered on January 26, 1940, were delivered to 
Varsity on February 3, 1940, and Varsity made them into dresses; 
and on February 6, 1940, sold a substantial quantity—said to be way 


under a thousand—to a retail store in the Bronx called Alexander's 
for $1.25 each, net, and Alexander’s advertised them on February 
18, 1940. Varsity also made other sales to retailers who likewise 
advertised them. 

The advertisements of the retailers to whom Varsity sold dresses 
describe them as “trade-mark prints,’ and use descriptive language 
plainly designed and calculated to lead the public to believe that 
such retailers are selling “American Symbol Prints’’ at a lower price. 
One published February 23, 1940, in fact actually states that the 
dresses advertised are copies of the more expensive orginals adver- 
tised in Life Magazine (Defendant’s Exhibit F. See, also, plain- 
tiff’s Exhibit 8). 

Varsity maintains that when it ordered the dress fabrics from 
Rosenthal on January 26, 1940, it never had heard of Princess or of 
its dress fabrics of the distinctive designs I have described. Rosen- 
thal also maintains that it had no knowledge of the “American 
Symbol Prints” of Princess until the publication of the February 19, 
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1940, issue of Life Magazine, or at least until the slightly prior 
exhibit of Macy’s, which admittedly was an elaborate and beautiful 
display of dresses made from the fabrics of Princess; and a rather 
detailed circumstantial account is given of how Rosenthal’s stylist 
developed its fabrics. 

Upon all the evidence, however, it is difficult for me to believe 
that the fabrics of Rosenthal and Varsity, with which we are here 
concerned, were devised without knowledge of what Princess was 
doing; and I think it is a fair inference, and I here find that their 
fabrics were either copied from the fabrics of Princess, or that ad- 
vance knowledge of the intention of Princess to put out its fabrics 
was obtained in some surreptitious manner, and that the purposs 
and intent of Rosenthal and Varsity was to take advantage of the 
publicity given to “American Symbol Prints.” 


Varsity and Rosenthal maintain that the idea of using trade- 


marks as a design for a fabric is not new and was not originated by 


Princess, but there certainly is no evidence that anyone ever before 
actually exploited and developed and put into practice the idea of 
using actual trade-marks owned and used in connection with other 
products with the knowledge and consent of the makers of such other 
products and as a means of advertising such other products by hav- 
ing them brought to the attention of the public in connection with 
dress fabrics, The ideas and conceptions embodied in the so-called 
“Ad Girl Dresses’ exhibited in plaintiff's exhibits 11, 12, 13 and 
14 are totally different from the “American Symbol Prints” devel- 
oped and exploited by Princess. 

Upon these facts the question of unfair competition is presented 
in a somewhat unique form. .If the case presented simply a copying 
of design, I think no injunction in favor of either party could issue, 
for the law seems to be well settled that, in the absence of a copy- 
right or patent, there is no protection against what has come to be 
known as “style piracy.” Whether or not the law should afford pro- 
tection in such cases is not for me to consider. There are weighty 
considerations on both sides (see Millinery Creators’ Guild, Inc. v. 


Federal Trade Commission, 109 F. [2d] 175, and compare the posi- 
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tion there taken with Wolfenstein v. Fashion Originators Guild, 
244 App. Div. 656). 
The situation in the case at bar is not that Rosenthal and Var- 


sity have copied a design originated by Princess, but that they are 
3 £ £ A s 


using the marks and symbols and designs of the manufacturers of 
products other than dress fabrics without permission from those 
manufacturers and are doing it in such a way as to lead the public 
to believe that their products are the products of Princess, which 
has such permission, and in such a way as to unfairly trade upon the 
phrase “American Symbol Prints” by using the imitative phrase 
‘“Trade-Mark Prints.” 

Of significance in this connection is the advertisement of Alexan- 
der’s (Defendant’s Exhibit D). It is difficult for one to believe that 
it was mere coincidence that in the same advertisement in which 
“Trade-Mark Print Dresses’”’ were advertised there was prominent 
reference also to the style of dress long known as Princess style. 
The close proximity leads me to believe that bringing “Princess” 
into that same advertisement was designed to create the impression 
of a reference to defendant Princess rather than to the style of 
dress long known as Princess. 

Under such circumstances, I think the right to an injunction is 
clear. There appears to be no case squarely and precisely in point 
upon its facts, but the cases that are analogous in principle are 
numerous, and as the briefs submitted to me show that counsel are 
familiar with them, and will have them available to any appellate 
court, I do not think it necessary for me to cite them here. I will 
say, however, that in the note in 47 Harvard Law Review, beginning 
at page 1419, to which counsel for Varsity and Rosenthal have called 
my attention, there are, at pages 1424 and 1427, both cases and as- 
sertions which I think strongly support the position of Princess. 

Varsity and Rosenthal argue that a trade-mark is a mere incident 
of a business and cannot be assigned except as incidental to an as- 
signment of a business. That I think is a correct statement of the 
law. I go further and say that it cannot exist except as appurtenant 


to a business, and I applied that principle only the other day in the 





204 THIRTIETH TRADE-MARK REPORTER 


case of Golenpaul v. Rosett (N. Y. Law Journal, March 12, 1940). 
But I do not think it has any application to the case at bar. 

The owners of the marks, symbols and designs which Princess 
is using upon its dress fabrics did not surrender their own right to 
use those marks, symbols and designs. Neither did they assign to 
Princess any right to use them as trade-marks of Princess, as was the 
situation in the Security Tire case in 90 Misc., upon which counsel 
for Rosenthal laid so much stress. The owners merely said in effect 
that Princess might advertise their products in a specified way. As 
used by Princess upon its dress fabrics the marks still indicate the 
products of the owners of the marks just as much as if they were 
imprinted upon the paper of a magazine or newspaper instead of a 
piece of cloth which is made into a dress, and that is emphasized 
and made clear by the fact that in many instances such products 
were used in connection with displays of the dresses. For example, 
upon one occasion “Maxwell House Coffee’ and pineapple juice 
were not only displayed, but actually served in connection with dis- 
plays of dresses made from fabrics containing the designs asso- 
ciated with that coffee and a particular brand of pineapple juice. 

Of course, the object of Princess was to popularize its specially 
designed fabrics to the end that more dresses would be sold and in 
turn more of its fabrics would be bought, but that is not essentially 
different from a magazine increasing its sales by having interesting 
advertisements within its covers. I strongly suspect that some 


magazines, even of the so-called general type, are bought for their 
advertisements rather than for their reading matter, and certainly in 
magazines devoted to special fields, like architecture and building, 


the advertisements actually make the magazine. The advertisers in 


such magazines certainly do not assign the trade-marks there dis- 
played to the publishers of the magazine and neither do they make 
them public property. 

The contentions of Varsity and Rosenthal come down, in ultimate 
analysis, to an assertion that all the concerns who consented that 
Princess might use their marks in fabric designs have lost all prop- 
erty right in their marks and made them public property, and that 


I refuse to hold. There clearly has been no loss of distinctiveness 
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through acquiescence (see Derenberg, T'rade-Mark Protection and 
Unfair Trading, pp. 611-615). 

On the contrary, the very fact that in extreme cases trade-marks 
may be lost through acquiescence in their use by others leads me to 
believe that even the maker of an automobile, for example, would be 
entitled to enjoin the use of his mark upon dress fabrics if he thought 
such use injurious to him, and that therefore the contract relation- 
ship existing between Princess and the owners of the several marks 
and symbols and designs who have consented to their use by Prin- 
cess, gives Princess a standing to enjoin an unauthorized use thereof 
by Varsity and Rosenthal. Acquiescence by Princess in such use 
might subject it to liability to such owners for damages, because in 
giving consent to Princess such owners certainly were not giving it 
to anyone else, and it very well may be that Princess was under at 
least an implied obligation to prevent such use by others if it could. 

My decision, accordingly, is: The complaint is dismissed and 
judgment is ordered upon the counterclaim in favor of Princess 
against Varsity and Rosenthal. That judgment will be for an in- 
junction and an accounting unless counsel can agree upon the amount 
of profits or damages. The injunction provisions will, in general, 
follow the order heretofore made by Mr. Justice McLaughlin. 
Counsel will agree upon the form of a judgment if they can. If not, 


it will be settled upon notice. 


SyncromatTic Arr CONDITIONING CORPORATION V. WiLLIAMs O1L-O- 


Matic HeatinGc CorPoraTIon 


United States Court of Customs and Patent Appeals 


Opposition No. 15,418 
March 4, 1940 


Trape-Marks—OpposiTion—“Syncromatic” and  “Atr-O-Martic”’—Nown- 
ConFiicTinc Marks. 

The word “Syncromatic” held not to be confusingly similar to the 
registered mark “Air-O-Matic,” both marks being used on air condi- 
tioning systems, or to the words “Dist-O-Matic,” “Gas-O-Matic,” “Ice-O- 
Matic,” “Wash-O-Matic” and “Oil-O-Matic;” and the Commissioner's 
decision sustaining the opposition was reversed. 
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On appeal from a decision of the Commissioner of Patents, sus- 
taining a trade-mark opposition. Reversed. For the Commis- 
sioner’s desision see 28 T.-M. Rep. 500. 


Lee L. Townshend, of Washington, D. C., and Ira Milton Jones, 
of Milwaukee, Wis., for appellant. 

Langdon Moore, of Chicago, Ill., and James Atkins, of Wash- 
ington, D. C., for appellee. 


Jackson, J.: This is an appeal from a decision of the Commis 
sioner of Patents, affirming that of the Examiner of Interferences, 
sustaining the opposition filed by appellee to the registration by 
appellant of the mark “Syncromatic.” 

On November 6, 1935 appellant filed an application for regis- 
tration of its trade-mark “Syncromatic” for use on air conditioning 
systems. On January 22, 1936 appellee filed notice of opposition to 
the registration of “Syncromatic,” alleging that it is confusingly 
similar to appellee’s registered marks “Air-O-Matic,” (for air con 
ditioning systems), ‘“Dist-O-Matic,” “Gas-O-Matic,” ‘“‘Ice-O- 
Matic,” “Wash-O-Matic,” and “Oil-O-Matic,’ and that therefore 
registration should be denied under the following provision in Sec- 
tion 5 of the Trade-Mark Act of February 20, 1905, as amended: 


.... Provided, that trade-marks which are identical with a registered 
or known trade-mark owned and in use by another and appropriated to 
merchandise of the same descriptive properties, or which so nearly resembl 
a registered or known trade-mark owned and in use by another and ap- 
propriated to merchandise of the same descriptive properties as to be likely 
to cause confusion or mistake in the mind of the public or to deceive pur- 
chasers shall not be registered. . . . [Last italics ours.] 


No testimony was taken, and the opposition was heard on notice 
of opposition and answer. 

The Examiner of Interferences sustained the opposition, hold 
ing that “Syncromatic” was confusingly similar to ‘“Air-O-Matic” 
when applied to identical merchandise (air conditioning systems). 
In addition to sustaining the opposition, the Examiner also refused 
registration on the ground that the word “system” occurring in the 


particular description of the goods contained in the application was 
inapt, citing Lever Bros. Co. v. Butler Mfg. Co., 24 C. C. P. A. 
(Patents) 1000, 88 F. (2d) 842 [27 T.-M. Rep. 227]. The Com- 
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missioner of Patents in his decision held this ruling to be correct, 
but stated that it “.... may be overcome by appropriate amend- 
ment to the application after the termination of this proceeding in 
the event applicant should finally prevail.’”’ The Commissioner 
affirmed the holding of the Examiner that the mark of appellant is 
confusingly similar to appellee’s mark ‘“Air-O-Matic” previously 
registered for the same goods, and on this phase of the proceeding 
stated in his decision as follows: 

I think the Examiner of Interferences was right. Applicant’s argument 
to the contrary is based largely upon the case of Williams Oil-O-Matie Heat- 
ing Corporation v. Bliss, 19 C. C. P. A. 821, 54 F. (2d) 430 [20 T.-M. Rep. 
179], where registration was permitted of the word “Thermatic” over op- 
poser’s mark “Oil-O-Matic.” Obviously those marks are less nearly similar 
than the ones here involved; and the goods to which the marks were applied, 
while of the same descriptive properties, were not identical. It is true that 
air conditioning installations are relatively expensive, and that there is less 
likelihood of confusion that if the marks were applied to goods “of a char- 
acter involving less discrimination and care in their purchase.” Neverthe- 
less, I do not think it can be said beyond doubt that no confusion is likely, 
and where doubt exists it must be resolved in favor of the first user. 


The applicant then appealed to this court, and in its brief con- 
ceded: 


Appellant does not deny the ownership of appellee’s registrations, nor 
does it deny that appellee has expended some money in advertising these 
marks or that they undoubtedly represent some good-will. 
and correctly stated the sole question here to be: 


. whether or not the mark “Syncromatic” so nearly resembles “Air- 
O-Matic” that appellant’s use of “Syncromatic” is likely to cause confusion 
in the trade. 

We cannot agree with. the Commissioner that the marks 
“Thermatic” and “Oil-O-Matic” involved in the case of Williams 
Oil-O-Matic Heating Corp. v. Bliss, supra, are less nearly similar 
than the marks herein. The only similarity in that case was in the 
suffixes of the marks. It is true that in the instant case the involved 


marks have a similarity of sound in the last three syllables. How- 


ever, the unitary word “Syncromatic” clearly differs in appearance 
from the hyphenated word “Air-O-Matic.” There is certainly a 


difference in phonetic effect. Both are coined words. The mark 


sought to be registered would indicate a self-regulating, harmonious 


timing of the parts of the apparatus of appellant; and the mark of 
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appellee would suggest a self-regulating distribution of air in its 
device. We, therefore, are of the opinion that the words “Syncroma- 
tic” and “Air-O-Matic”’ possess substantially as much dissimilarity 
as the words “Thermatic” and ‘“Oil-O-Matic.” 

In the case of Williams Oil-O-Matic Heating Corp. v. Bliss, 
supra, after having held that the goods of the parties possessed the 
same descriptive properties, this court was of opinion that the marks 
were not confusingly similar, when consideration was given to the 
character of the goods of the parties, the discriminatory care with 
which they were purchased and the dissimilarity of the marks. 

In this case the goods of the parties are substantially identical, 
but they are relatively expensive and undoubtedly their purchase 
would be made only after a careful comparative investigation of dif- 
ferent apparatus for air conditioning systems. These facts, together 
with the dissimilarity of the marks, impel us to the conclusion that 
the marks are not confusingly similar. 

We think that in this case the language of the court in the case 
of International Silver Co. v. The American Silver Co., 17 C. C. 
P, A. (Patents) 871, 37 F (2d) 622 [20 T.-M. Rep. 76], is as par- 
ticularly applicable to the facts in issue as it was in the case of JVil- 
liams Oil-O-Matic Heating Corp. v. Bliss, supra. In the Interna- 
tional Silver Co. case, supra, the court, among other things, said: 


We may take judicial notice of the fact that the purchase of silverware, 
sterling or plated, involves a considerable degree of care and discrimina- 
tion upon the part of the purchaser. The goods are valuable. They are not 
a matter of every-day purchase upon the part of an individual, like food 
products or other products that require frequent replacement. A_ person 
might purchase silverware bearing the mark “1857” alone in the belief that 
he was buying goods manufactured by the owner of the mark “1847 Rogers 
Bros.,” but we do not think this confusion is likely to occur with the mark 
“A. S. Co. 1857.” 

Were the goods upon which the marks are used of a character involving 
less discrimination and care in their purchase, we might come to a different 
conclusion. 


For the reasons above indicated, the decision of the Commissioner 


of Patents is reversed, and the case is remanded to the Patent Office 


for appropriate action concerning amendment of the application, 


as suggested in the decision of the Commissioner. 
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DECISIONS OF THE COMMISSIONER OF PATENTS 
Cancellation—Act of 1920 


Frazer, A. C.: Affirmed the decision of the Examiner of Inter- 
ferences sustaining the petition of Kay Dunhill, Inc. for cancella- 
tion of trade-mark registration No. 357,866, issued June 14, 1938, 
under the provisions of the Act of March 19, 1920, to Samuel Fink. 

Pointing out that it is clearly disclosed by the record, and is 
tacitly admitted in respondent’s brief, that petitioner has used the 
mark in question since February 1, 1937; whereas respondent's ap- 
plication for registration was not filed until April 1, 1937, the 
Assistant Commissioner cited the case of Buffalo Rock Company v. 
Allen, 495 O. G. 717 [28 T-.M. Rep. 560], and quoted therefrom 
with reference to those provisions of the Act of 1920 which require 
a mark to have been in bona fide use for not less than one year as a 
prerequisite to registration, and prescribe the conditions under which 
a registration may be cancelled, and said: 


As it is conceded that petitioner’s mark and respondent’s are confus- 
ingly similar and are appropriated to merchandise of the same descriptive 
properties, manifestly respondent's use of his mark had not been exclusive 
for one year immediately preceding the filing of his application; and that 
petitioner is injured by the registration of respondent’s mark is not dis- 
puted.! 


Conflicting Marks 


Frazer, A. C.: Affirmed the decision of the Examiner of Inter- 
ferences sustaining the opposition of The Colson Corporation to the 
application of Monark Silver King, Inc. for registration of the nota- 
tion “Silver King” as a trade-mark for bicycles. 

Noting that the opposition is based upon opposer's ownership 
of the trade-mark “Silver Ring,” registered for use with the same 


goods some six years prior to applicant’s first use of the mark sought 


to be registered, he said: 


That these two marks are so nearly similar “as to be likely to cause con- 
fusion or mistake in the mind of the public or to deceive purchasers,” 
when applied to identical merchandise, seems manifest. Applicant points 


1 Kay Dunhill, Inc. v. Samuel Fink, Canc. No. 3403, 163 M. D. 441, Feb- 
ruary 9, 1940. 
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out that, although the parties have sold the bicycles under these marks for 
a number of years no actual confusion has been shown, and that there is 
evidence in the record tending to prove that none has occurred; ; 
However, as was observed by the Court of Customs and Patent Appeals in 
E-Z Mills, Inc. v. Martin Brothers Co., 25 C. C. P. A. 992, 95 F. (2d) 269 
[28 T.-M. Rep. 207], while “evidence of lack of confusion in the use of dif- 
ferent marks may be persuasive that there is not likelihood of confusion, 
.... such evidence cannot be controlling.” And in the instant case it is my 
opinion that likelihood of confusion is too clearly apparent to be out- 
weighed by testimony.? 


Frazer, A. C.: Affirmed the decision of the Examiner of Inter- 
ferences sustaining the opposition of The Anderson Company, to 
the application of The Sleetex Co., Inc., for registration of the nota- 
tion “Rain King,” in association with a design, as a trade-mark for 
vehicle windshield wiper blades. 

Observing that opposer is the owner of the trade-mark “Rain 
Master” registered for use in blades and arms for windshield wipers 
prior to any date of use claimed by applicant, he pointed out that the 


goods of the parties being identical, and opposer’s mark being the 


first in use, the only question for determination was whether or not 
the two marks are so nearly similar as to be likely to cause con- 
fusion. He then quoted from the decision of the First Assistant 
Commissioner in the case of Chicago Flexible Shaft Co. v. The Fitz- 
gerald Mfg. Co., 159 M. D, 227 [24 T.-M. Rep. 333], as follows: 


In my opinion the question here involved must be decided upon a com- 
parison of the marks “Mixmaster” and “The Mixer King,” between which 
it seems to me, confusing similarity is obviously apparent. They not only 
look and sound more or less alike, but to the average person are practically 
synonymous in meaning. One is thought of as the master of mixers and 
the other as the king of mixers; and that the words “master” and “king” 
suggest substantially the same mental picture no one will seriously ques- 
tion. There are differences between the two marks of course, but in de- 
termining the question of probable confusion “the points uf similarity are 
more important than the points of difference.” O. & W. Thum Co. v. Dick- 
inson, 46 App. D. C. 309 [7 T.-M. Rep. 283]. 


He then said: 


I thoroughly agree with that reasoning and I think it is equally ap- 
plicable in the instant proceeding. That the concurrent use of the marks 
here involved would lead to confusion I entertain no doubt. Nor does the 
fact that applicant has disclaimed the word “Rain” remedy the situation. 


2 The Colson Corporation v. Monark Silver King, Inc., Opp’n No. 18,011, 
163 M. D. 440, February 7, 1940. 





DECISIONS OF THE COMMISSIONER OF PATENTS 211 


Walgreen Co. v. Godefroy Manufacturing Co., 19 C. C. P. A. 1150, 58 F. 
(2d) 457 [25 T.-M. Rep. 23]. 


Frazer, A. C.: Sustained the opposition of William J. Wardall, 
Trustee of the Estate of McKesson & Robbins, Inc. to the applica- 
tion of L. W. Bates for registration of the notation “Penetol,” as a 
trade-mark for an external application for the relief of bruises, 
sprains, strains, sore muscles, sore joints, simple rheumatic pains, 
flesh wounds, burns, scalds, sores (not cancerous), athlete’s foot, 
poison oak, sore and burning feet, hemorrhoids, insect bites and 
stings, and throat application. 

Noting that opposer is the owner of the trade-mark “Pinotol,” 
registered for use on a disinfectant prior to applicant’s claimed 
date of first use, the Assistant Commissioner said: 


While the goods of the parties are not identical, they are unquestionably 
of the same descriptive properties; and that the marks are so nearly similar 


as to be likely to cause confusion, when applied to such goods, seems mani- 
fest.4 


Frazer, A. C.: Affirmed the decision of the Examiner of Inter- 
ferences sustaining the opposition of C. W. Antrim & Sons to the 
application of Jacob Forst Packing Co., Inc. for registration of the 
notation “Mansion Brand,” with a disclaimer of the word “Brand,” 
as a trade-mark for “beef, bacon, bologna, frankfurters, and meat 
loaves consisting of a mixture of beef and pork.” 

He observed that the opposition was predicated upon opposer's 


ownership of the trade-mark “ Mansion,” registered for coffee, 
I f the trad k “Old M 


tea and spices, and used upon those products, and also upon rice, 
for many years before applicant's mark was adopted; and with 
reference to applicant’s contention that its goods and those of op- 
poser are not of the same descriptive properties, he said: 


‘ . were the question one of first impression I should be inclined to 
sustain that contention. Upon that phrase of the case, however, I deem 
myself controlled by the ruling of the United States Court of Customs and 


3'The Anderson Company v. The Sleetex Co., Inc., Opp’n No. 17,929, 163 
M. D. 439, February 7, 1940. 

* William J. Wardall, Trustee of the Estate of McKesson & Robbins, 
Inc., Debtor v. L. W. Bates, Opp’n No. 18,624, 163 M. D. 442, February 16, 
1940. 
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Patent Appeals in Joseph Tetley §& Co. v. Bay State Fishing Co., 23 C. C. 
P. A. 969, 83 F. (2d) 299 [26 T.-M. Rep. 217], where it was held that fish 
and tea possess the same descriptive properties. As no distinction can be 
made in that regard between fish and the meat products of the applicant 
here, I think it necessarily follows that the same ruling must be made with 
respect to applicant’s goods and those of opposer. 


He noted that applicant pointed out that in the cited case the 
court permitted registration of the opposed trade-mark because of 
the differences in both the goods and the marks, and in answer to 
applicant’s urging that for similar reasons the present opposition 
should be dismissed, regardless of the conclusion reached as to the 
descriptive properties of the goods, he said: 

Applicant’s mark and opposer’s, however, are much more nearly similar 
than were the marks under consideration by the court. The disclaimed word 
“Brand” of applicant’s mark is obviously incapable of trade-mark signifi- 


cance; and the notations “Mansion” and “Old Mansion,” in legal contem- 
plation, are substantially identical.5 


Frazer, A. C.: Affirmed the decision of the Examiner of Inter- 
ferences dismissing the opposition of McKesson & Robbins, Incor- 
porated to the application of United Distributors, Inc. for the regis- 
tration of a trade-mark, but nevertheless adjudged applicant not 

‘entitled to the proposed registration. 

Observing that opposer relied solely upon its asserted ownership 
of certain trade-mark registrations issued to an alleged predecessor, 
the Assistant Commissioner pointed out that, as such ownership was 
denied in the answer, and was unsupported by proof, the Examiner 
had no alternative but to dismiss the opposition. He then said: 


Applicant's mark was refused registration, ex parte, because the Ex- 
aminer found it to be confusingly similar to one of the registered marks 
relied on by opposer. Having been called to the Examiner’s attention, it 
was of course proper for him to consider this registration, regardless of 
its ownership. 

Applicant’s mark comprises the disclaimed word “Burneaze,” together 
with other descriptive matter likewise disclaimed, in association with a 
fan-shaped design. The Examiner was of the opinion, and I agree, “that 
the disclaimed notation ‘Burneaze’ constitutes the dominating feature 
thereof and the name by which applicant’s product would be likely to be 
distinguished by purchasers” The goods to which the mark is applied are 
described as a “burn salve.” Use is claimed since April 22, 1938. 


5C. W. Antrim & Sons v. Jacob Forst Packing Co., Inc., Opp’n No. 
17,780, 163 M. D. 443, February 16, 1940. 
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The mark over which the Examiner refused registration is the word 
“Burnend,” registered August 28, 1928, under the provisions of the Act of 
February 20, 1905, for “ointment for cuts, burns, bruises, cold sores, 
pimples, and as a quick-healing antiseptic salve.” Obviously these goods 
and applicant’s are substantially identical; and that the two marks are so 
nearly similar as to be likely to cause confusion, when applied to such goods, 
seems equally obvious. In appearance applicant’s composite mark and the 
word mark of the registration differ considerably; but applicant’s goods 
would necessarily be known and called for simply as “Burneaze,” just as 
the registrant’s goods are necessarily known and called for as “Burnend,” 
and these two words are similar in sound, appearance, and meaning. 

He then pointed out, in answer to applicant’s inquiry, that any 
reference that bars the registration of a mark under the Act of 1905 
is likewise a bar to registration of the same mark for the same goods 


under the Act of 1920.° 


Descriptive Terms 


Frazer, A. C.: Held that Hastings Manufacturing Company is 
not entitled to register the notation “Steel-Vent,’ under the provi- 
sions of the Act of February 20, 1905, as a trade-mark for piston 
rings, on the ground that the mark is descriptive of the goods. 

Applicant pointed out that while there are a number of patents 
illustrating and describing steel piston rings, the rings commonly on 
the market are made of cast iron, and that the ring sold under the 
trade-mark “Steel-Vent” is formed partially of cast iron and 
partially of steel. Also, applicant submitted an affidavit to the 
effect that rings of the type to which applicant’s mark is applied, 
rings with drainage openings therein for the passage of oil there- 
through, are commonly known and designated as oil rings, and are 


not known as vented rings. With reference to the points raised by 


the applicant, the Assistant Commissioner said: 


Were this information readily available to the purchasing public, and 
were the purchasing public sufficiently interested to assimilate such in- 
formation, it is possible that applicant’s mark would lose its descriptive 
significance. But a drainage opening “for the purpose of permitting the 
passage of oil therethrough” igs certainly a vent; and I can not escape the 
belief that the expression “Steel-Vent,” as applied to a piston ring, would 


® McKesson & Robbins, Incorporated v. United Distributors, Inc., Opp’n 
No. 18,128, 163 M. D. 448, February 28, 1949. 
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convey to the average individual the information, or misinformation, that 
the particular ring referred to was a vented steel ring.’ 


Frazer, A. C.: Affirmed the decision of the Examiner of Inter- 
ferences sustaining the opposition of National Research Products 
Company to the application of Astone Products Co. for registration 
of the notation “Astone”’ as a trade-mark for “a medicinal prepara- 
tion for the treatment of asthma, bronchitis, chronic coughs, and 
la grippe.”’ 

Pointing out that prior to applicant’s first use of the mark sought 
to be registered, opposer adopted and began to use the mark 
“Asmatone” upon similar merchandise; and it was the Examiner's 
opinion that this mark and applicant’s bear so close a resemblance 
“that their concurrent use in trade would be likely to cause confu- 
sion,” he said: 

With that conclusion I find myself in complete agreement. In fact, I 
think it is so clearly right as to require no discussion. 

Counsel for applicant seem to take the position that in order to prevail 
in an opposition proceeding an opposer must own the mark upon which it 
relies; but that is not strictly true. For example, in the instant proceeding 
it is of no consequence fhat opposer’s mark has been refused registration 
because confusingly similar to the earlier adopted mark of a third party. 
The question here is one of priority between opposer and applicant, and 
upon that question opposer's rights with respect to others have no bearing.* 


Fraternal Emblems 


Frazer, A. C.: Affirmed the decision of the Examiner of Inter- 
ferences sustaining the petition of International Brotherhood of 
Electrical Workers for cancellation of trade-mark registration No. 
137,929, issued December 14, 1920, upon an application filed Jan- 
uary 16, 1920, to American Electrical Works. 

Observing that petitioner is an unincorporated fraternal society, 
and that respondent’s trade-mark comprises, or includes, petitioner's 
emblem, the Assistant Commissioner pointed to and quoted from the 
prohibitory language of Section 5 of the Act of February 20, 1905. 

Then, after noting that respondent did not question petitioner's 
proofs with respect to the adoption of the design in 1891 and its use 


7Ex parte Hastings Manufacturing Company, Ser. No. 394,329, 163 
M. D. 444, February 16, 1940. 

8 National Research Products Company v. Astone Products Co., Opp’n 
No. 17,804, 163 M. D. 443, February 16, 1940. 
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as an emblem continuously since that date, but that petitioner sub- 
mitted that respondent had not sustained its burden of proof of 
showing that the contested design was adopted and publicly used by 
petitioner prior to the date of adoption and use by respondent, the 
Assistant Commissioner said: 


I am clearly of the opinion that no such proof on petitioner’s behalf was 
essential. All that was required was that petitioner plead and prove its 
adoption of the emblem prior to the filing date of respondent’s application 
for registration. That requirement admittedly has been met. 

To construe the statute in accordance with respondent’s contention would 
be to render nugatory the language, “or of any design or picture that has 
been or may hereafter be adopted by any fraternal society as its emblem,” 
and thus to deprive fraternal societies of the special protection so clearly 
intended by Congress. I think the requirement of adoption and public use 
“prior to the date of adoption and use by the applicant” has reference only 
to “any name, distinguishing mark, character, emblem, colors, flag, or 
banner adopted by any institution, organization, club, or society which was 
incorporated in any State in the United States prior to the date of the 
adoption and use by the applicant”; and that the prohibition against regis- 
tration of the emblem of a fraternal society is as absolute as is the prohibi- 
tion of the same section against the registration of mere names. As to the 
latter, it has been uniformily held by the Patent Office and by the courts 
that trade-mark use by an applicant does not confer the right to register 
over the objection of the owner of the name, even though the adoption of 
the name may have been subsequent to the adoption of the mark. See, for 
example, National Dairy Products Corporation vy. Allied Mills, Inc., 469 
O. G. 773, 30 U. S. P. Q. 274, and cases there cited. 


Because respondent insisted that petitioner failed to prove itself 
injured by the registration sought to be canceled, and urged that the 
petition should be dismissed upon that ground, the Assistant Com- 


missioner said: 


It is my opinion, however, that the interest of a fraternal society in its 
emblem is analogous to the interest of a corporation in its name, and that 
the registration of either will give rise to the same presumption with respect 
to damage. That being true, the language of the Court of Appeals of the 
District of Columbia in the case of Howard Co. v. Baldwin Co., 48 App. 
D. C. 437 [13 T.-M. Rep. 109], fully answers respondent’s contention. 


It was argued that petitioner is estopped by laches to maintain 
this proceeding, and the Assistant Commissioner said: 
But that mere laches is no bar to the cancellation of an improperly issued 


registration has long been established. Cluett, Peabody § Co. v. Hartogensis, 
17 C. C. P. A. 1166, F. (2d) 94 [20 T.-M. Rep. 452].° 


® International Brotherhood of Electrical Workers v. American Elec- 
trical Works (Kennicott Wire and Cable Company by Change of Name), 
Cane. No. 3404, 163 M. D. 449, February 29, 1940. 





THIRTIETH TRADE-MARK REPORTER 


Geographical Terms 


Frazer, A. C.: Held that Kraft-Phenix Cheese Corporation, of 
Chicago, IIl., is not entitled to register the word “Chantelle” under 
the act of February 20, 1905, as a trade-mark for cheese, the ground 
of refusal being that the mark is merely a geographical name. 

Observing that the Examiner had stated that according to Lip- 
pincott’s Gazetteer “Chantelle” is the name of a town in France with 
a population of two thousand, and that he “is unable to find any other 
meaning for the word,” and noting that applicant pointed to several 
recent Patent Office decisions to the effect that the statutory prohibi- 
tion against registration of “merely a geographical name or term”’ 
is inapplicable unless such name or term has a generally accepted 
geographical significance and argued that “Chantelle” should thus be 
held registrable because its meaning is perhaps not widely known, 
the Assistant Commissioner said: 


As was stated by the Court of Appeals of the District of Columbia in 
the case of In re Crescent Typewriter Supply Co., 30 App. D. C. 324, the 
“provision of the statute is broad enough to prohibit the use of any word 


that has an exclusive geographical significance;” and in such cases there 
would seem to be no room for exception. If a word has no other meaning 


it is necessarily “merely” geographical, regardless of the extent to which 
it is known.!? 


10 Ex parte Kraft-Phenix Cheese Corporation, Ser. No. 413,718, 163 M. 1D. 
429, January 24, 1940. 








